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Para: Osvaldo de Castro; Osvaldo de Castro; Comiss&o 12 - CACDLG XI|
Assunto: Judges and lawyers meeting in Brussels - 15 April 2011
Anexos: Comissao Europeia - verso do projecto de Tratado de criagao do EEUPC.pdf; Comissé&o

Europeia - proposta de codigo de processo (rules of procedure) perante o EEUPC.doc

Ex.mo Senhor Deputado

Presidente da 12 Comissdo de Assuntos Constitucionais, Direitos, Liberdades e Garantias
da Assembleia da Republica

Dr. Osvaldo de Castro

No seguimento da minha audig&o, como Presidente da Direcgdo da APD - Associagdo para o Progresso do

Direito, no Grupo de Trabalho criado no seio da Comissgo a que V.Ex.? preside, aqui seguem mais dois
documentos respeitantes ao processo de criagdo, no ambito da UE, de um Tribunal Europeu com

* competéncia em matéria de patentes - o primeiro, o projecto de Tratado, relativamente ao qual foi pedida

opinion ao Tribunal de Justi¢a da Unido Europeia (Luxemburgo), € o segundo um projecto de "Codigo de

Processo" a aplicar aos casos que forem tramitados nesse Tribunal das patentes.

Para além disso, reencaminho dois emails que recebi de Bruxelas (da Industrial Property Rights Unit (D2) do Directorate

General Internal Market and Services da European Commission), dos quais resulta muito claramente que o

processo esta a avangar.

Por razdes que desconheco e as quais sou totalmente alheio, lamentavelmente, s6 em Janeiro deste ano
2011 Portugal passou a fazer parte do grupo dos paises que estdo a avangar para a "enhanced cooperation
in the area of unitary patent protection”. ‘

E pena tanta descoordenaggo.

E, muito sinceramente, nfio é por mim que o lamento.

O convite para fazer parte do "Grupo de Peritos" que trabalha para a "IP Rights Unit" foi pessoal (e
intransmissivel) e continuarei a prestar a minha colaboragdo enquanto ela la for desejada.

Por muito que em Portugal ela ndo o seja.

Finalmente, se os tempos dos "Tigres asiaticos" j4 tera passado, o "Dragéo chinés" ainda mal comegou a
voar.

Os niimeros relativos & produgio de patentes a nivel mundial no ano de 2010 foram os seguintes (Top 15):
EUA,

JAPAO,
ALEMANHA,
CHINA,

COREIA DO SUL
FRANCA,
REINO UNIDO,
HOLANDA,
SUiCA

SUECIA,
CANADA,
ITALIA,
FINLANDIA,
AUSTRALIA, ¢
ESPANHA.




Ao dispor de V.Ex* para o que for tido por conveniente, nomeadamente para a prestacdo de esclarecimentos
adicionais, e insistindo vivamente na proposta de criagdo, desde j4, de uma Secgdio de Comércio,
Propriedade Intelectual e Concorréncia no Tribunal da Relagio de Lisboa (o que ndo invalida a futura
criagdo de novas Relagdes),

Com os melhores cumprimentos,

Eurico José Marques dos Reis - Juiz Desembargador
Presidente da Direcgio da APD - Associagio para o Progresso do Direito

Dear all,

On behalf of Margot, we would like to thank you very much for your availability to participate in the next informal
expert meeting.

The replies received clearly indicate a preference for 15 April. Therefore we may confirm that the meeting will take
place in Brussels on 15 April 2011.

A formal invitation, agenda and other information, including most importantly the opinion of the Court of Justice, will
follow as soon as possible.

Unfortunately Robert has indicated that he is not available on that date, but we hope that he will be able to
reschedule and will participate in the meeting. We may foresee a very interesting debate! If not, we will of course
look forward to his written comments.

Looking forward to meeting you again.

Kind regards,
Simona

Simona SEIKYTE

European Commission

Directorate General Internal Market and Services
Industrial Property Rights Unit (D2)

1049 Brussels, Belgium

office: SPA2 05/094, tel.: +32-2-29.68050

Find us on the web: http://ec.europa.eufinternal market
For information on EU rights: http://ec.europa.eu/youreurope
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under any circumstances, be interpreted as stating an official
position of the European Commission.

Subject: FW: Dates for the Judges and lawyers meeting in Brussels

Dear all,

Last October, it was a pleasure to meet some of you in Venice where the Belgian Presidency
presented the elements for a compromise on the translation arrangements for the EU patent
and their plans for the upcoming Council meeting. As you all know, despite all the efforts,
the discussions failed at the Competitiveness Council in November.

This led to a very swift request by 12 Member States to launch the process of enhanced
cooperation in the area of unitary patent protection. Up to date, the Commission has received
the requests from 25 Member States wishing to join the enhanced cooperation. The
Commission has rapidly presented its proposal for a Council decision authorising such
enhanced cooperation; the Council reached a political agreement on the text of this decision;
and the European Parliament gave its consent. It is now foreseen that the enhanced
cooperation will be formally launched at the Competitiveness Council in March 2011.

2



However, the issue of the European Patent Court remained out of the scope of the enhanced
cooperation pending the opinion of the European Court of Justice. As you may already know,
the ECJ has formally informed the parties that its opinion on the compatibility of the draft
Agreement with the EU Treaties will be delivered on 8 March. This will put the future
European Patent Court back into the centre of discussions. The Commission is already
preparing for this re-launch of the discussions.

We may expect that the ECJ will raise certain issues of the compatibility of the draft with the
EU Treaties. Given the current momentum and the political priority given to this file,
possible remedies for these issues will have to be discussed very quickly.

We would therefore like to propose to set a date for our next expert meeting in Brussels. We
would hopefully be able to discuss the ECJ opinion and the possible remedies. The dates we
suggest are 8 or 15 April 2011.

Please let us know at your earliest convenience whether one of these dates is suitable for you.
After we have all the responses, we will be able to choose the most convenient date.

Looking forward to seeing you all in the near future.
Best regards,

Margot Froehlinger



COUNCIL OF Brussels, 23 March 2009

THE EUROPEAN UNION
7928/09
PI 23
COUR 29
WORKING DOCUMENT
from: General Secretariat of the Council
to: Working Party on Intellectual Property (Patents)
No. prev. doc. : 5072/09 PI 1 COUR 1
Subject : Draft Agreement on the European and Community' Patents Court and

Draft Statute
- Revised Presidency text

Delegations will find in Annex revised versions of the Draft Agreement on the European and
Community Patents Court, the Draft Statute of the Court and the draft list of issues to be included in
the Rules of Procedure, submitted by the Presidency for discussion at the meeting of the Intellectual
Property (Patents) Working Party on 2 April 2009.

Changes to the previous version (5072/09) are indicated.

The terminology of the present draft has not yet been adapted to the terminology of the
Lisbon Treaty.
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ANNEX

EUROPEAN AND COMMUNITY PATENTS COURT DRAFT AGREEMENT

THE EUROPEAN COMMUNITY,
THE KINGDOM OF BELGIUM,

[enumeration of other Member States]

AND

[enumeration of third countries being the initial contracting parties]

hereinafter referred to as the CONTRACTING PARTIES,

CONSIDERING that co-operation amongst the countries of Europe in the field of patents
contributes significantly to the integration process in Europe, in particular to the establishment of an
internal market within the European Economic Area characterized by the free movement of goods
and services and the creation of a system ensuring that competition in the internal market is not

distorted,

CONSIDERING that the fragmented market for patents and the significant variations between
national court systems are detrimental for innovation, in particular for small and medium sized
enterprises which have difficulties to enforce their patents and to defend themselves against

unfounded claims,

WISHING to improve the enforcement of patents and to enhance legal certainty by setting up a
European and Community Patents Court for litigation related to the infringement and validity of

patents,

CONSIDERING that the integrated and exclusive European and Community Patents Court shall be
set up for Community patents and European patents designating one or more [...] States party to

this Agreement [...] and that the present Agreement shall be open to accession by any Contracting

State to the European Patent Convention,
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CONSIDERING that the Court of Justice of the European Communities shall ensure the uniformity

of the Community legal order,

CONSIDERING that the European and Community Patents Court shall be designed to ensure
expeditious and high quality decisions, striking a fair balance between the interests of right holders

and other parties and taking into account the need for proportionality and flexibility,

HAVE AGREED AS FOLLOWS:
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PART I - GENERAL AND INSTITUTIONAL PROVISIONS

CHAPTER I - GENERAL PROVISIONS

Article 1

European and Community Patents Court

A jurisdictional system for the settlement of litigation related to Community patents and European

patents is hereby established. To this end, the European and Community Patents Court is created.

Article 2

Definitions

(1) "Court" means the European and Community Patents Court.

(2) "Community Patent" means a patent within the meaning of Article 2, paragraph 1, of Regulation
(EC) No... on the Community patent.

(3) "European Patent" means a patent granted under the provisions of the European Patent

Convention designating one or more Contracting States to this Agreement.

(4) "Supplementary protection certificate" means a supplementary protection certificate granted

under Regulation (EC) No 1768/ 922 or under Regulation (EC) No 1610/ 967,

(5) "European Patent Convention" means the Convention on the Grant of European Patents of

5 October 1973, as amended.

(6) "European Patent Office" means the organ carrying out the granting of patents as established by
Article 4, paragraph 2(a), of the European Patent Convention.

Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning the creation of a
supplementary certificate for medicinal products, OJ L 182, 2.7.1992, p.1, as amended.

3 Regulation (EC) No 1610/96 of the European Parliament and of the Council of 23 July 1996
concerning the creation of a supplementary certificate for plant protection products, OJ L 198,
8.8.1996, p.30.

7928/09 LK/lo 4
ANNEX DGCI EN



(7) "Patent" means [...] a Community patent and a European patent [...].

(8) "Statute" means the Statute of the European and Community Patents Court which is attached to

this Agreement.

(9) "Rules of Procedure" means the Rules of Procedure of the European and Community Patents

Court [...].

(10) "Contracting State" means any State party to this Agreement.

(11) "Member State" means a Member State of the European Union.

Article 3

Scope of application

This Agreement shall apply to any:

(a) Community patent;

(b) supplementary protection certificate issued for a patent;

(c) compulsory licence in respect of a Community patent;

(d) European patent which has not yet lapsed at the date referred to in Article 59 or was granted
after that date, without prejudice to Article 58; and

(e) application for a patent which is pending at the date referred to in Article 59 or filed after that
date.
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Article 3a
Legal status

(1) The Court shall have legal personality.

(2) In each Contracting State, the Court shall enjoy the most extensive legal capacity accorded to

legal persons under the national law of that State.

(3) The Court shall be represented by the President of the Court of Appeal who shall be elected in

accordance with the Statute.

Article 3b
Privileges and immunities

Deleted.

Article 3¢
Liability

(1) The contractual liability of the Court shall be governed by the law applicable to the contract in

question.

(2) The non-contractual liability of the Court in respect of any damage caused by it or its staff in the
performance of their duties shall be governed by the law of the State of seat of the organ of the

Court concerned.
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CHAPTER II - INSTITUTIONAL PROVISIONS

Article 4

The Court

(1) The Court shall comprise a Court of First Instance, a Court of Appeal and a Registry.

(2) The Court shall perform the functions assigned to it by this Agreement.

Article 5

The Court of First Instance

(1) The Court of First Instance shall comprise a central division as well as local and regional

divisions.

(2) A local division shall be set up in a Contracting State upon its request in accordance with the

Statute.

(3) An additional local division shall be set up in a Contracting State upon its request when more
than one hundred patent cases per calendar year have been commenced in that Contracting State
during three successive years prior to or subsequent to the date referred to in Article 59. The

number of divisions in one Contracting State shall not exceed three.

(4) A Contracting State hosting a local division shall designate its seat and provide the facilities

necessary for that purpose.

(5) A regional division shall be set up for two or more Contracting States, upon their request in

accordance with the Statute. Such Contracting States shall designate the seat(s) of the division

concerned. The regional division may hear cases in multiple locations.

(6) The central division shall have its seatin /...].
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Article 6

Composition of the panels of the Court of First Instance

(1) Any panel of the Court of First Instance shall have a multinational composition. Without
prejudice to paragraph 5 and to Article 15a, paragraph 2, it shall sit in a composition of three

judges.

(2) Any panel of a local division shall sit in a composition of two permanent judges, who shall be
nationals of the Contracting State hosting the division concerned, and one judge from the Pool of

Judges.

(3) In a Contracting State where during a period of three successive years more than fifty patent
cases per calendar year have been commenced at first instance, the third judge referred to in
paragraph 2 shall serve on a permanent basis at the local division. In other Contracting States a

judge shall be allocated from the Pool of Judges to the local division on a case by case basis.

(4) Any panel of a regional division shall sit in a composition of two permanent judges chosen from
a regional list of judges, who shall be nationals of the Contracting States concerned, and one judge

from the Pool of Judges who shall not be a national of the Contracting States concerned.

(5) Without prejudice to paragraphs 2 and 4, any panel of a local or regional division may request,

where appropriate, and after having heard the parties, the President of the Court of First Instance to

allocate from the Pool of Judges a technically qualified judge with qualifications and experience in
the field of technology concerned. In cases where such a technically qualified judge is allocated, no

further technically qualified judge has to be allocated under Article 15a, paragraph 2(a).
(6) Any panel of the central division shall sit in a composition of two legally qualified judges and
one technically qualified judge allocated from the Pool of Judges with qualifications and experience

in the field of technology concerned.

(7) Without prejudice to paragraphs 1 to 6 and in accordance with the Rules of Procedure, parties

may agree to have their case heard by a single judge.
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(8) Any panel of the Court of First Instance shall be chaired by a legally qualified judge.

Article 7
The Court of Appeal

(1) Any panel of the Court of Appeal shall sit in a multinational composition of five judges. It shall
sit in a composition of three legally qualified judges and two technically qualified judges.

(2) Any panel of the Court of Appeal shall be chaired by a legally qualified judge.

(3) The panels of the Court of Appeal shall be set up in accordance with the Statute.

(4) The Court of Appeal shall have its seatin /... /.

Article 8
The Registry

(1) A Registry shall be set up at the seat of the Court of Appeal. It shall be managed by the
Registrar and perform the functions assigned to it in accordance with the Statute. Subject to

conditions set out in this Agreement and the Rules of Procedure, the Registry shall be public.

(2) Sub-registries shall be set up at all divisions of the Court of First Instance.

(3) The Registry shall keep records of all cases before the Court. Upon filing, the sub-registry

concerned shall notify every case to the Registry.

(4) The Court shall appoint the Registrar and lay down the rules governing his service.
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Article 9

Committees

A Mixed Committee, a Budget Committee and an Advisory Committee shall be set up in order to
ensure the effective implementation and operation of this Agreement. They shall in particular
exercise the duties foreseen by this Agreement and the Statute.

CHAPTER III - JUDGES OF THE COURT

Article 10
Eligibility criteria

(1) The Court shall comprise both legally qualified judges and technically qualified judges. Judges
shall ensure the highest standards of competence and proven experience in the field of patent

litigation.

(2) Legally qualified judges shall possess the qualifications required for appointment to judicial

offices in a Contracting State.

(3) Technically qualified judges shall have a university degree and proven expertise in a field of

technology. They shall also have proven knowledge of civil law and procedure.

Article 11

Appointment procedure

(1) The Advisory Committee shall establish a list of the most suitable candidates to be appointed as

judges of the Court, in accordance with the Statute. [...

(2) On the basis of this list, the Mixed Committee shall appoint the judges of the Court acting by

common accord.

(3) The implementing provisions shall be provided for in the Statute.
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Article 12

Judicial independence and impartiality

(1) The Court, its judges and the Registrar shall enjoy judicial independence. In the performance of

their duties, the judges shall not be bound by any instructions.

(2) Legally qualified judges and technically qualified judges who are full-time judges of the Court
may not engage in any occupation, whether gainful or not, unless otherwise provided for in this

Article or where an exception is granted by the Mixed Committee.

(3) The exercise of the office of legally qualified judges shall not exclude the exercise of other

judicial functions at the national level.

(4) The exercise of the office of technically qualified judges who are part-time judges of the Court
pursuant to Article 13, paragraph 2, shall not exclude the exercise of other functions provided there

is no conflict of interest.

(5) In case of a conflict of interest, a judge shall not take part in proceedings. Rules governing

conflicts of interest shall be provided for in the Statute.

Article 13
Pool of Judges

(1) A Pool of Judges shall be set up in accordance with the Statute.

(2) The Pool of Judges shall be composed of all legally qualified judges and technically qualified
judges from the Court of First Instance who are full-time judges of the Court. Moreover, it shall
comprise technically qualified judges who are part-time judges of the Court. It shall be ensured that
the Pool of Judges includes at least one technically qualified judge with qualifications and

experience per field of technology.
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(3) Where provided in this Agreement or the Statute, the judges from the Pool of Judges shall be

allocated to the division concerned by the President of the Court of First Instance. The allocation of

judges shall be based on their legal or technical expertise, linguistic skills and proven experience.

Article 14

Training framework

(1) A training framework for judges shall be set up in accordance with the Statute in order to
improve and increase available patent litigation expertise and to ensure a broad geographic

distribution of such specific knowledge and experience.

(2) The training framework shall in particular focus on:

(a) internships in national patent courts or divisions of the Court of First Instance hearing a
substantial number of patent litigation cases;

(b) improvement of language skills;

(c) technical aspects of patent law;

(d) the dissemination of knowledge and experience in civil procedure for technically qualified
judges;

(e) the preparation of candidate-judges.

(3) The training framework will provide for continuous training. Regular meetings will be
organized between all judges of the Court in order to discuss developments in patent law and to

ensure consistency of jurisprudence.
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CHAPTER IIIA - SUBSTANTIVE LAW

Article 14a
Applicable law
(1) When hearing a case brought before it under this Agreement, the Court shall respect Community

law and base its decisions on:

(a) this Agreement;
(b) directly applicable Community law, in particular Council Regulation (EC) No ... on the

Community patent, and national law of the Contracting States implementing Community law [...];

(c) the European Patent Convention and national law which has been adopted by the Contracting
States in accordance with the European Patent Convention; and
(d) any provision of international agreements applicable to patents and binding on all the

Contracting Parties.

(2) To the extent that the Court shall base its decisions on national law of the Contracting States, the

applicable law shall be determined:

(a) by directly applicable provisions of Community law, or

(b) in the absence of directly applicable provisions of Community law, by international instruments
on private international law to which all Contracting Parties are parties; or

(c) in the absence of provisions referred to in (a) and (b), by national provisions on international

private law as determined by the Court.

(3) A Contracting State which is not a party to the Agreement on the European Economic Area shall

bring into force the laws, regulations and administrative provisions necessary to comply with

Community law relating to substantive patent law.

Article 14b
Transferred to Article 14a.
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Article 14¢

Infringement of European patents

For the purposes of litigation under this Agreement, a European patent shall confer on its proprietor

the right to prevent any third party not having his consent from:

(a) making, offering, putting on the market or using a product which is the subject-matter of the
patent, or importing or stocking the product for these purposes;

(b) using a process which is the subject-matter of the patent or, when the third party knows, or it is
obvious in the circumstances, that the use of the process is prohibited without the consent of the
proprietor of the patent, from offering the process for use;

(c) offering, putting on the market, using, importing or stocking for these purposes a product

obtained directly by a process which is the subject-matter of the patent.

Article 14d

Indirect infringements of European patents

(1) A European patent shall also confer on its proprietor the right to prevent any third party not
having his consent from supplying or offering to supply within the territory of protection any
person, other than a party entitled to exploit the patented invention, with means, relating to an
essential element of that invention, for putting it into effect therein, when the third party knows, or
it is obvious in the circumstances, that these means are suitable and intended for putting that

invention into effect.

(2) Paragraph 1 shall not apply when the means are staple commercial products, except where the

third party induces the person supplied to commit acts prohibited by Article 14c.

(3) Persons performing the acts referred to in Article 14e (a) to (c) shall not be considered to be

parties entitled to exploit the invention within the meaning of paragraph 1.
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Article 14e

Limitations of the effects of the European patent

The rights conferred by the European patent shall not extend to:

(a) acts done privately and for non-commercial purposes;

(b) acts done for experimental purposes relating to the subject-matter of the patented invention;

(c) acts carried out solely for the purpose of conducting tests and trials in accordance with

Article 13 of Directive 2001/82/EC* or Article 10 of Directive 2001/83/EC” in respect of any patent
covering the reference product within the meaning of the said Directives;

(d) the extemporaneous preparation for individual cases in a pharmacy of a medicine in accordance
with a medical prescription nor acts concerning the medicine so prepared;

(e) the use on board vessels of countries other than Contracting States of the patented invention, in
the body of the vessel, in the machinery, tackle, gear and other accessories, when such vessels
temporarily or accidentally enter the waters of Contracting States, provided that the invention is
used there exclusively for the needs of the vessel;

(f) the use of the patented invention in the construction or operation of aircraft or land vehicles or
other means of transport of non-Contracting States , or of accessories of such aircraft or land
vehicles, when these temporarily or accidentally enter the territory of Contracting States;

(g) the acts specified in Article 27 of the Convention on International Civil Aviation of 7 December
19446, where these acts concern the aircraft of a country other than a Contracting State;

(h) the use by a farmer of the product of his crop for propagation or multiplication on his own
holding, provided that the reproductive vegetable material was sold or otherwise commercialized by
the holder of the patent or with his consent to the farmer, for agricultural purposes. The scope and

the detailed methods of this use are laid down in Article 14 of Regulation (EC) No. 2100/947;

Directive 2001/82/EC of the European Parliament and of the Council of 6 November 2001 on
the Community code relating to veterinary medicinal products, OJ L 311, 28.11.2001, p.1.
Directive 2001/83/EC of the European Parliament and of the Council of 6 November 2001 on
the Community code relating to medicinal products for human use, OJ L 311, 28.11.2001,
p.67.

International Civil Aviation Organization (ICAO), "Chicago Convention", Document 7300/9
(9th edition, 2006)

Council Regulation (EC) No 2100/94 of 27 July 1994 on Community plant variety rights, OJ
L 227,1.9.1994, p.1.
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(1) the use by a farmer of protected livestock for farming purposes, on condition that the breeding
animals or other animal reproductive material was sold or otherwise commercialized to the farmer
by the holder of the patent or with his consent. Such use includes the provision of the animal or
other animal reproductive material for the purposes of his agricultural activity, but not the sale as
part of or for the purpose of commercial reproductive activity;

(j) acts allowed pursuant to Articles 5 and 6 of Directive 91/250/EEC on the legal protection of
computer programs by copyright8, in particular, by its provisions on decompilation and
interoperability; and

(k) acts allowed pursuant to Article 10 of Directive 98/44/EC on the legal protection of

biotechnological inventions.9

Article 14f

Right based on prior use of the invention

Any person, who, if a national patent had been granted in respect of an invention, would have had,
in a Contracting State, a right based on prior use of that invention or a right of personal possession
of that invention, shall enjoy, in that Contracting State, the same rights in respect of a European

patent for the same invention.

CHAPTER 1V — JURISDICTION AND EFFECTS OF DECISIONS

Article 15

Jurisdiction

(1) The Court shall have exclusive jurisdiction in respect of:

(a) actions for actual or threatened infringements of patents and supplementary protection

certificates and related defences, including counterclaims concerning licences;

(al) actions for declarations of non-infringement;

Council Directive 91/250/EEC of 14 May 1991 on the legal protection of computer programs,
OJ L 122,17.05.1991, p.42.

Directive 98/44/EC of the European Parliament and of the Council of 6 July 1998 on the legal
protection of biotechnological inventions OJ L 213, 30.7.1998, p.13.
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(b) actions for provisional and protective measures and injunctions;

(c) actions or counterclaims for revocation of patents;

(d) actions for damages or compensation derived from the provisional protection conferred by a
published patent application;

(e) actions relating to the use of the invention prior to the granting of the patent or to the right based
on prior use of the patent;

(f) actions for the grant or revocation of compulsory licences in respect of Community patents; and
(g) actions on compensation for licences within the meaning of [Article 20, paragraph 1] of Council

Regulation (EC) No.. ... on the Community patent.

(2) The national courts of the Contracting States shall have jurisdiction in actions related to
Community patents and European patents which do not come within the exclusive jurisdiction of

the Court.

Article 15a

Jurisdiction of the divisions of the Court of First Instance

(1) Actions referred to in Article 15, paragraph 1(a), (b), (d) and (e) shall be brought before:

(a) the local division hosted by the Contracting State where the actual or threatened infringement
has occurred or may occur, or the regional division in which this Contracting State participates; or
(b) the local division hosted by the Contracting State where the defendant is domiciled, or the

regional division in which this Contracting State participates.

Actions against defendants domiciled outside the territory of the Contracting States shall be brought

before the local or regional division in accordance with (a).

If the Contracting State concerned does not host a local division and does not participate in a

regional division, actions shall be brought before the central division.
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(2) A counterclaim for revocation can be brought in the case of an action for infringement. The
local or regional division concerned shall, after having heard the parties, have the discretion either

to:

(a) proceed with both the infringement action and with the counterclaim for revocation and request

the President of the Court of First Instance to allocate from the Pool of Judges a technically

qualified judge with qualifications and experience in the field of technology concerned;
(b) refer the counterclaim for decision to the central division and suspend or proceed with the
infringement proceedings; or

(c) with agreement of the parties, refer the case for decision to the central division.

(3) Without prejudice to paragraph 2, the actions referred to in Article 15, paragraph 1 (al), (c), (f)
and (g) shall be brought before the central division. Such actions may only be initiated if no action
for infringement has been initiated between the same parties relating to the same patent before a

local or a regional division.

(4) If an action for revocation is pending before the central division, an action for infringement

between the same parties on the same patent may be initiated at any division in accordance with

paragraph 1. The local or regional division concerned shall have the discretion to proceed in

accordance with paragraph 2.

(5) An action for declaration of non-infringement pending before the central division shall be stayed

once an infringement action related to the same patent between the same parties or between the

holder of an exclusive licence and the party requesting a declaration of non-infringement is initiated

within three months before a local or regional division.

(6) Parties may agree to bring an action before the division of their choice, including the central

division.

(7) The actions referred to in paragraph 3 can be brought without the plaintiff having to initiate an

opposition procedure before the European Patent Office.
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(8) Any party shall inform the Court of any pending limitation or opposition proceedings before the

European Patent Office, and of any request for accelerated processing before the European Patent

Office. The Court may stay its proceedings when a rapid decision may be expected from the

European Patent Office.

Article 16

Territorial effects of decisions

Decisions of the Court shall have effect, in the case of a Community patent, for the whole territory
of the European Union and, in the case of a European patent, for the territory of those Contracting

States for which the European patent has taken effect.

CHAPTER V — Patent Mediation and Arbitration

Article 17

Patent mediation and arbitration centre

(1) A patent mediation and arbitration centre is hereby established ("the Centre"). It shall have its
seatin /...J.

(2) The Centre shall provide facilities for mediation and arbitration of patent disputes falling within
the scope of this Agreement. However, a patent may not be declared fully or partially invalid or be

fully or partially invalidated in mediation or arbitration proceedings.

(3) In the interim procedure referred to in Article 32, paragraph 2, the judge acting as Rapporteur
shall explore with the parties the possibilities for a settlement through mediation and arbitration,
and for the use of the facilities of the Centre.

(4) The Centre shall establish Mediation and Arbitration Rules.

(5) The Centre shall draw up a list of mediators and arbitrators to assist the parties in the settlement

of their dispute.
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PART II - FINANCIAL PROVISIONS

Article 18
Budget of the Court

(1) The budget of the Court shall be financed by the Court's own financial revenues and by
contributions from the European Community and from the Contracting States which are not
Member States, in accordance with the Statute. The budget shall be balanced.

(2) The Court's own financial revenues shall comprise court fees and other revenues.

(3) Court fees shall be fixed by the Mixed Committee on a proposal by the Commission of the

European Communities. The court fees shall be fixed at such a level as to ensure a right balance

between the principle of fair access to justice and an adequate contribution of the parties for the

costs incurred by the Court. The level of the court fees shall be reviewed periodically.

Article 19

Financing of the Court

(1) The operating costs of the Court shall be covered by the budget of the Court, in accordance with
the Statute.

(2) On the date referred to in Article 59, paragraph 1, the European Community and the Contracting
States which are not Member States shall provide initial financial contributions necessary for the

setting up of the Court.
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Article 20

Financing of the training framework for judges

The training framework for judges shall be financed by the budget of the Court.

Article 21

Financing of the Centre

The operating costs of the Centre shall be financed in accordance with the Statute.
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PART III - ORGANISATION AND PROCEDURAL PROVISIONS

CHAPTER I - GENERAL

Article 21a
Statute

(1) The Statute shall lay down the details of the organisation and functioning of the Court.
(2) The Statute is attached to this Agreement. It may be amended by decision of the Mixed
Committee, on the basis of a proposal from the Court. However, such amendments shall not

contradict or alter the provisions of this Agreement.

(3) The Statute shall guarantee that the functioning of the Court is organised in the most efficient

and cost effective manner and shall ensure equitable access to justice.

Article 22

Rules of Procedure

(1) The Rules of Procedure shall lay down the details of the proceedings before the Court. They

shall comply with the provisions of this Agreement and of the Statute.

(2) The Rules of Procedure shall be adopted by the Mixed Committee on a proposal from the

Commission of the European Communities. The Commission of the European Communities shall

draw up the proposal on the basis of broad consultations with the stakeholders and after having

received an opinion of the Court. They may be amended by a decision of the Mixed Committee, on

the basis of a proposal from the Court. However, such amendments shall not contradict or alter the

provisions of this Agreement or the Statute.
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(3) The Rules of Procedure shall guarantee that the decisions of the Court are of the highest quality
and that proceedings are organised in the most efficient and cost effective manner. They shall
ensure a fair balance between the legitimate interests of all parties. They shall provide for the
required level of discretion for the judges without impairing predictability of proceedings for the

parties.

Article 23

Proportionality and fairness

(1) The Court shall deal with litigation in ways which are proportionate to its importance and

complexity.

(2) The Court shall ensure that the rules, procedures and remedies provided for in this Agreement

and in the Statute are used in a fair and equitable manner and shall not distort competition.

Article 24

Case management

The Court shall actively manage the cases before it in accordance with the Rules of Procedure
without impairing the freedom of the parties to determine the subject-matter and the supporting

evidence of their case.

Article 25

Electronic procedures

The Court shall make best use of electronic procedures, such as electronic filing of submissions of
the parties and stating of evidence in electronic form, as well as video conferencing for overall

communication, in accordance with the Rules of Procedure.
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Article 26

Public proceedings

The proceedings shall be open to the public unless the Court decides to make them, to the extent
necessary, confidential in the interest of one of the parties or other affected persons, or in the

general interest of justice or public order.

Article 27

Parties

(1) Any natural or legal person, or any body equivalent to a legal person entitled to initiate
proceedings in accordance with the applicable law of the Contracting State concerned, shall have
access to the Court in order to initiate actions, to defend itself against actions, or to seek application

of the procedures and remedies provided for in this Agreement and in the Rules of Procedure.

(2) The holder of an exclusive licence in respect of a patent shall be entitled to initiate proceedings
before the Court in the same way as the proprietor of a patent, provided that the proprietor is given

prior notice, unless the licensing agreement provides otherwise.

(3) The holder of a non-exclusive licence shall not be entitled to initiate proceedings before the
Court, unless the patent proprietor is given prior notice and in so far as expressly permitted by the

licence agreement.

(4) In proceedings initiated by any licence holder, the patent proprietor shall be entitled to join them

as a party.

(5) The validity of a patent cannot be contested in infringement proceedings initiated by the holder
of a licence where the proprietor of the patent does not take part in the proceedings. The party in
infringement proceedings wanting to contest the validity of a patent shall have to initiate

proceedings against the proprietor.
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(6) Any other natural or legal person, or any body equivalent to a legal person entitled to initiate
proceedings in accordance with the applicable law of the Contracting State concerned, who is

concerned by a patent, may initiate proceedings in accordance with the Rules of Procedure.

Article 28

Representation

(1) Parties shall be represented by lawyers authorized to practise before a court of a Contracting

State.

(2) Parties may alternatively be represented by European Patent Attorneys who are entitled to act as
professional representatives before the European Patent Office pursuant to Article 134 of the
European Patent Convention and who have appropriate qualifications such as a European Union

Patent Litigation Certificate.

(2a) Representatives of the parties may be assisted by patent attorneys who shall be allowed to

speak at hearings of the Court in accordance with the Rules or Procedure.

(3) The requirements for qualifications pursuant to paragraph 2 shall be established by the Mixed
Committee on the basis of a proposal from the Commission of the European Communities. A list of
European Patent Attorneys entitled to represent parties before the Court shall be kept by the

Registrar.

(4) Representatives of the parties shall enjoy the rights and immunities necessary to the independent

exercise of their duties, under the conditions laid down in the Rules of Procedure.

(5) Representatives of the parties shall be obliged not to misrepresent cases or facts before the Court

either knowingly or with good reasons to know.
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CHAPTER II - LANGUAGES OF PROCEEDINGS

Article 29

Language of proceedings at the Court of First Instance

(1) The language of proceedings before any local or regional division shall be the official European
Union language(s) of the Member State or the official language(s) of other Contracting States
hosting the relevant division, or the official language(s) designated by Contracting States sharing a

regional division.

(2) Notwithstanding paragraph 1, Contracting States may designate one or more of the official
languages of the European Patent Office as the language of proceedings of their local or regional

division.

(3) Parties may agree on the use of the language in which the patent was granted as language of
proceedings, subject to approval by the competent division. If the division concerned does not

approve their choice, the parties may request that the case be referred to the central division.

(4) [At the request of one of the parties and after having heard the other parties] / [With the
agreement of the parties] the competent local or regional division may, on grounds of convenience
and fairness, decide on the use of the language in which the patent was granted as language of

proceedings.

(5) The language of proceedings at the central division is the language in which the patent

concerned was granted.

Article 30
Language of proceedings at the Court of Appeal

(1) The language of proceedings before the Court of Appeal shall be the language of proceedings

before the Court of First Instance.
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(2) Parties may agree on the use of the language in which the patent was granted as language of

proceedings.

(3) In exceptional cases and to the extent deemed appropriate, the Court of Appeal may decide on
another official language of a Contracting State as the language of proceedings for the whole or part

of the proceedings, subject to agreement by the parties.

Article 31

Other language arrangements

(1) Any division of the Court of First Instance and the Court of Appeal may, to the extent deemed

appropriate, dispense with translation requirements.
(2) At the request of one of the parties, and to the extent deemed appropriate, any division of the

Court of First Instance and the Court of Appeal shall provide interpretation facilities to assist the

parties concerned at oral proceedings.

CHAPTER III - PROCEEDINGS BEFORE THE COURT

Article 32

Written, interim and oral procedures

(1) The proceedings before the Court shall consist of a written, interim and oral procedure, in
accordance with the Rules of Procedure. All procedures shall be organized in a flexible and

balanced manner.

(2) In the interim procedure, after the written procedure and if appropriate, the judge acting as
Rapporteur, subject to a mandate of the full panel and designated in accordance with the Rules of
Procedure, shall be responsible for convening an interim hearing. He shall in particular explore the

possibility for a settlement.
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(3) The oral procedure shall give parties the opportunity to explain properly their arguments. The

Court may, with the agreement of the parties, dispense with the oral procedure.

Article 33

Means of evidence

(1) In proceedings before the Court, the means of giving or obtaining evidence shall include in

particular the following:

(a) hearing the parties;

(b) requests for information;

(c) production of documents;

(d) hearing witnesses;

(e) opinions by experts;

(f) inspection;

(g) comparative tests or experiments;

(h) sworn statements in writing (affidavits).

(2) The Rules of Procedure shall govern the procedure for taking such evidence. Questioning of

witnesses and experts shall be under the control of the Court and be limited to what is necessary.

Article 33a

Burden of proof

The burden of the proof of facts shall be on the party relying on those facts.

Article 34

Reversal of burden of proof

(1) If the subject-matter of a patent is a process for obtaining a [...] product, the identical product
when produced without the consent of the proprietor shall, in the absence of proof to the contrary,

be deemed to have been obtained by the patented process.
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(2) The same shall apply if there is a substantial likelihood that the identical product was made by
the process and the proprietor of the patent has been unable, despite reasonable efforts, to determine

the process actually used.

(3) In the adduction of proof to the contrary, the legitimate interests of the defendant in protecting

his manufacturing and trade secrets shall be taken into account.

CHAPTER 1V — POWERS OF THE COURT

Article 34a

General

(1) The Court may impose such measures, procedures and remedies as are laid down in this
Agreement and may make its orders subject to other conditions, in accordance with the Statute and

the Rules of Procedure.

(2) The Court shall take due account of the interest of the parties and shall, before making an order,
give any party an opportunity to present its interests unless this is incompatible with an effective

enforcement of such order.

Article 35

Order to produce evidence

(1) Where a party has presented reasonably available evidence sufficient to support its claims and
has, in substantiating those claims, specified evidence which lies in the control of the opposing
party or a third party, the Court may order that party to produce such evidence. Such order shall not

result in an obligation of self-incrimination.

(2) On application by a party the Court may order, under the same conditions as specified in
paragraph 1, the communication of banking, financial or commercial documents under the control

of the opposing party.
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Article 35a

Order to preserve evidence and to inspect property

(1) The Court may, even before the commencement of proceedings on the merits of the case, on
application by a party who has presented reasonably available evidence to support the claim that the
patent right has been infringed or is about to be infringed, order prompt and effective provisional

measures to preserve relevant evidence in respect of the alleged infringement.

(2) Such measures may include the detailed description, with or without the taking of samples, or
the physical seizure of the infringing goods, and, in appropriate cases, the materials and implements

used in the production and/or distribution of these goods and the documents relating thereto.

(2a) The inspection of the premises shall be conducted by a person appointed by the Court in

accordance with the Rules of Procedure.

(3) At the inspection of the premises the requesting party shall not be present itself but may be
represented by an independent professional practitioner whose name has to be specified in the

Court’s order.

(4) The measures shall be taken, if necessary without the other party having been heard, in
particular where any delay is likely to cause irreparable harm to the proprietor of the patent, or

where there is a demonstrable risk of evidence being destroyed.

(5) Where measures to preserve evidence are adopted without the other party having been heard, the
parties affected shall be given notice, without delay and at the latest immediately after the execution
of the measures. A review, including a right to be heard, shall take place upon request of the parties
affected with a view to deciding, within a reasonable period after the notification of the measures,

whether the measures shall be modified, revoked or confirmed.
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(6) The Court shall ensure that the measures to preserve evidence are revoked or otherwise cease to
have effect, upon request of the defendant, without prejudice to the damages which may be claimed,
if the applicant does not initiate, within a period not exceeding 31 calendar days, proceedings

leading to a decision on the merits of the case before the Court.

(7) Where the measures to preserve evidence are revoked, or where they lapse due to any act or
omission by the applicant, or where it is subsequently found that there has been no infringement or
threat of infringement of the patent right, the Court may order the applicant, upon request of the
defendant, to provide the defendant appropriate compensation for any injury caused by those

measurcs.

Article 35b

Freezing orders

The Court may order a party to refrain from removing from its jurisdiction any assets located there,

or from dealing in any assets, whether located within its jurisdiction or not.

Article 36

Court experts

(1) Without prejudice to the possibility for the parties to produce expert evidence, the Court may at
any time appoint court experts in order to provide expertise for specific aspects of the case. The

Court shall provide to the court expert appointed in a case all information necessary to give his

expert advice.

(2) To this end, an indicative list of experts shall be drawn up by the Court in accordance with the

Rules of Procedure and kept by the Registrar.

(3) The court experts shall guarantee independence and impartiality. Rules governing conflicts of

interest applicable to judges shall by analogy apply to court experts.
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(4) Expert advice given to the Court shall be made available to the parties who shall have the

possibility to comment on the advice given.

Article 37

Provisional and protective measures

(1) The Court may grant injunctions against an alleged infringer or against a third party whose
intermediary services are used by the alleged infringer, on a provisional basis, intended to prevent
any impending infringement, to forbid the continuation of the alleged infringement or to make such

continuation subject to the lodging of guarantees.

(2) The Court shall have the discretion to weigh up the interests of the parties and in particular to
take into account the potential harm for either of the parties resulting from the granting or the

refusal of the injunction.

(3) The Court may also order the seizure or delivery up of the goods suspected of infringing a patent
right so as to prevent their entry into or movement within the channels of commerce. If the injured
party demonstrates circumstances likely to endanger the recovery of damages, the Court may order
the precautionary seizure of the movable and immovable property of the alleged infringer, including

the blocking of his/her bank accounts and other assets.

(4) The Court may, in respect of the measures referred to in paragraphs 1 and 3, require the
applicant to provide any reasonable evidence in order to satisfy itself with a sufficient degree of
certainty that the applicant is the right-holder and that the applicant's right is being infringed, or that

such infringement is imminent.

(5) Article 35a, paragraphs 4 to 7, shall apply by analogy to the measures referred to in this Article.
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Article 37a

Permanent injunctions

(1) Where a decision is taken finding an infringement of a patent, the Court may grant an injunction
aimed at prohibiting the continuation of the infringement. The Court may also grant such
injunctions against an intermediary whose services are being used by a third party to infringe a

patent right.

(2) Where appropriate, such injunction shall be subject to a periodic penalty payment payable to the

Court with a view to ensuring compliance.

Article 38

Corrective measures in infringement proceedings

(1) Without prejudice to any damages due to the injured party by reason of the infringement, and
without compensation of any sort, the Court may order, at the request of the applicant, that
appropriate measures be taken with regard to goods found to be infringing patent rights and, in
appropriate cases, with regard to materials and implements principally used in the creation or

manufacture of those goods.

(2) Such measures shall include:

(a) declaration of the fact of infringement;

(b) recall from the channels of commerce;

(c) depriving the product from its infringing property;

(d) definitive removal from the channels of commerce; or

(e) destruction.

(3) The Court shall order that those measures be carried out at the expense of the infringer, unless

particular reasons are invoked for not doing so.

7928/09 LK/lo 33
ANNEX DG C1 EN



(4) In considering a request for corrective measures, the need for proportionality between the
seriousness of the infringement and the remedies ordered, the willingness of the party concerned to
convert the materials into a non-infringing state, as well as the interests of third parties shall be

taken into account.

Article 38a
Decision on the validity of a patent

(1) The Court shall decide on the validity of a patent on the basis of a direct action for revocation or

a counterclaim for revocation.
(2) The Court may revoke a patent, either entirely or partly, only on the grounds referred to in
Article 138, paragraph 1, of the European Patent Convention or Article 28, paragraph 1, of Council

Regulation (EC) No ... on the Community patent.

(3) Without prejudice to Article 138, paragraph 3, of the European Patent Convention, if the

grounds for revocation affect the patent only in part, the patent shall be limited by a corresponding

amendment of the claims and revoked in part.

(4) To the extent that a patent has been revoked it shall be deemed not to have had, from the outset,
in the case of a Community patent, the effects specified in Articles 7 and 8 of Council Regulation
(EC) No. [...] on the Community patent, and in the case of a European patent, the effects specified
in Articles 64 and 67 of the European Patent Convention.

(5) Where the Court, in a final decision, has revoked a patent, either entirely or partly, it shall send a
copy of the decision to the European Patent Office and, with respect to a European patent, to the

national patent office of any Contracting State concerned.
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Article 39

Power to order the communication of information

(1) The Court may, in response to a justified and proportionate request of the plaintiff and in

accordance with the Rules of Procedure, order an alleged infringer to inform the plaintiff of:

(a) the origin and distribution channels of the infringing goods or processes;

(b) the quantities produced, manufactured, delivered, received or ordered, as well as the price
obtained for the goods in question; and

(c) the identity of any third person involved in the production or distribution of infringing goods or

in the use of an infringing process.

(2) The Court may, in accordance with the Rules of Procedure, also order any other person who, on

a commercial scale:

(a) was found in the possession of infringing goods or in the use of an infringing process;
(b) was found to be providing services used in infringing activities; or
(c) was indicated by the person referred to in (a) or (b) as being involved in the production,

manufacture or distribution of the goods or processes or in the provision of the services,

to provide the plaintiff with the information referred to in paragraph 1.

Article 40

Protection of confidential information

To protect a party's or a third party's trade secrets, personal data or other confidential information,
or to prevent an abuse of evidence, the Court may order that the collection and use of evidence in
proceedings before it be restricted or prohibited or that access to such evidence be restricted to

certain persons.
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Article 41

Award of damages

(1) The Court may, at the request of the injured party, order the infringer who knowingly, or with
reasonable grounds to know, engaged in a patent infringing activity, to pay the injured party

damages appropriate to the prejudice actually suffered as a result of the infringement.

(2) The injured party shall, to the extent possible, be restored in the position it would have been in if
no infringement had taken place. The infringer shall not benefit from the infringement. However,

damages shall not be punitive.

(3) When the Court sets the damages:

(a) it shall take into account all appropriate aspects, such as the negative economic consequences,
including lost profits, which the injured party has suffered, any unfair profits made by the infringer
and, in appropriate cases, elements other than economic factors, such as the moral prejudice caused
to the injured party by the infringement; or

(b) as an alternative to (a), it may, in appropriate cases, set the damages as a lump sum on the basis
of elements such as at least the amount of the royalties or fees which would have been due if the

infringer had requested authorisation to use the patent in question.

(4) Where the infringer did not knowingly or with reasonable grounds to know engage in infringing

activity, the Court may order the recovery of profits or the payment of compensation.

Article 42

Legal costs

(1) Reasonable and proportionate legal costs and other expenses incurred by the successful party

shall, as a general rule, be borne by the unsuccessful party, unless equity requires otherwise.

(2) Where a party succeeds only in part or in exceptional circumstances, the Court may order that

costs be apportioned equitably or that the parties bear their own costs.
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(3) A party should bear any unnecessary costs it has caused the Court or another party.

(4) At the request of the defendant the Court may order the plaintiff to provide adequate security for
the legal costs and other expenses incurred by the defendant which the plaintiff may be liable to

bear, in particular in cases referred to in Articles 35, 35a, 35b and 37.

Article 43

Court fees

(1) Parties to proceedings before the Court shall pay court fees. [...]

(2) Court fees shall be paid in advance. Any party which has not paid a prescribed court fee may be

excluded from further participation in the proceedings.

Article 44
Legal aid

(1) A party who is a natural person and wholly or in part unable to meet the costs of the proceedings
may at any time apply for legal aid. The conditions for granting of legal aid shall be laid down in

the Rules of Procedure.

(2) The Court shall decide whether legal aid should be granted in full or in part, or whether it should

be refused, in accordance with the Rules of Procedure.

(3) On a proposal from the Court, the Mixed Committee shall set the level of and rules on bearing

the costs of legal aid.
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Article 44a

Period of limitation

Proceedings relating to all forms of financial compensation may be initiated until five years from

the date on which the requesting party became, or had reasonable grounds to become, aware of the

facts justifying the proceedings.

CHAPTER V — APPEALS

Article 45
Appeal

(1) An appeal against a decision of the Court of First Instance may be brought before the Court of
Appeal by any party which has been unsuccessful, in whole or in part, in its submissions. An appeal
may be brought against a final decision of the Court of First Instance or against an order referred to

in Articles [29, paragraph 4.] 35, 35a, 35b, 37 or 39. Any other order may only be appealed together

with the final decision, unless the Court of Appeal grants leave to appeal.

(2) An appeal shall be brought within two months of the notification of a final decision of the Court
of First Instance or within fifteen calendar days of the notification of an order referred to in

paragraph 1.

(3) The appeal against a decision of the Court of First Instance may be based on points of law and

matters of fact.

(4) New facts and new evidence may only be introduced if their submission by the party concerned
could not reasonably have been expected during proceedings before the Court of First Instance, in

accordance with the Rules of Procedure.
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Article 46
Effects of an appeal

(1) Without prejudice to paragraph 2, an appeal shall not have suspensive effect unless the Court of
Appeal decides otherwise at the motivated request of one of the parties. The Rules of Procedure

shall guarantee that such a decision is taken without delay.

(2) An appeal against a decision on actions or counterclaims for revocation shall always have

suspensive effect.

(3) The appeal against an order referred to in Articles [29, paragraph 4.] 35, 35a, 35b, 37 or 39 shall

not prevent the continuation of the principal proceedings. However, the Court may not give a final
decision in the principal proceedings before the decision concerning an appealed order has been

given.

Article 47

Decision on appeal and referral back

(1) If the appeal is well-founded, the Court of Appeal shall revoke the decision of the Court of First
Instance and give a final decision. The Court of Appeal may in exceptional cases and in accordance

with the Rules of Procedure refer the case back to the Court of First Instance for decision.

(2) Where a case is referred back to the Court of First Instance it shall be bound by the decision of

the Court of Appeal on points of law.
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Article 48

Interpretation of Community law

(1) When a question of interpretation of the Treaty establishing the European Community or the

validity and interpretation of acts of the institutions of the European Community is raised before the

Court of First Instance, it may, if it considers this necessary to enable it to give a decision, request

the Court of Justice of the European Communities to decide on the question. Where such question is

raised before the Court of Appeal, it shall request the Court of Justice of the European Communities

to decide on the question.

(2) The decision of the Court of Justice of the European Communities on the interpretation of the

Treaty establishing the European Community or the validity and interpretation of acts of the

institutions of the European Community shall be binding on the Court of First Instance and the

Court of Appeal.

CHAPTER VI - DECISIONS

Article 49

Basis for decisions and right to be heard

(1) The Court shall decide in accordance with the requests submitted by the parties. The Court shall

not award more than is requested.

(2) The decisions on the merits may only be based on grounds or evidence on which the parties

have had an opportunity to present their comments.

(3) Decisions on the merits may only be based on the grounds, facts and evidence submitted by the

parties or introduced into the procedure by an order of the Court.

(4) The Court shall evaluate evidence freely and independently.
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Article 50

Formal requirements

(1) The decision of the Court shall be reasoned and shall be given in writing in accordance with the

Rules of Procedure.

(2) The decision of the Court shall be delivered in the language of proceedings.

Article 51

Dissenting opinions

(1) Decisions of the Court shall be taken by a majority of the panel, in accordance with the Statute.

In case of equal votes the vote of the presiding judge shall prevail.

(2) In exceptional circumstances any judge of the panel may express his dissenting opinion

separately from the decision of the Court.

Article 52

Settlement

The parties may, at any time in the course of proceedings, conclude their case by way of settlement
confirmed by a decision of the Court. A patent may not be declared fully or partially invalid or be
fully or partially invalidated by way of settlement.

Article 54

Publication of decisions

The Court may order, at the request of the applicant and at the expense of the infringer, appropriate
measures for the dissemination of the information concerning the decision, including displaying the

decision and publishing it in full or in part in public media.
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Article 55

Rehearing

(1) A request for rehearing after a final decision may exceptionally be made to the Court of Appeal
on discovery of a fact by the party requesting the rehearing, which is of such a nature as to be a
decisive factor and which, when the decision was given, was unknown to the party requesting the
rehearing. Such request may only be based on grounds of a fundamental procedural defect or of an

act which was held, by a final court decision, to constitute a criminal offence.

(2) A request for a rehearing shall be filed within 10 years from the date of the decision but not later

than two months from the date of the discovery of a fact including an act which was held, by a final

court decision, to constitute a criminal offence. Such request shall not have suspensive effect unless

the Court of Appeal decides otherwise.

(3) If the request for a rehearing is founded, the Court of Appeal shall set aside, in whole or in part,
the decision under review and re-open the proceedings for a new trial and decision, in accordance

with the Rules of Procedure.

(4) Persons using patents which are the subject-matter of a decision and who are acting in good

faith should be allowed to continue the use.

Article 56

Enforcement of decisions

(1) Decisions of the Court shall be enforceable in any Contracting State without the need for a
declaration of enforceability. An order for the enforcement of a decision shall be appended to the

decision by the Court.

(2) Where appropriate, the enforcement of a decision may be subject to the provision of security or
an equivalent assurance to ensure compensation for any prejudice suffered, in particular in the case

of injunctions.
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(3) Without prejudice to the provisions of this Agreement and the Statute, the enforcement
procedures shall be governed by the law of the Contracting State where the enforcement takes
place. Any decision of the Court shall be enforced under the same conditions as a decision given in

the Contacting State where the enforcement takes place.

(4) If a party does not comply with the terms of an order of the Court, it may be sanctioned with a
periodic penalty payment payable to the Court. The individual penalty shall be proportionate to the
importance of the order to be enforced. The periodic penalty payment shall be ordered without

prejudice to the party's right to claim damages or security.
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PART IITIA - IMPLEMENTATION AND OPERATION OF THE AGREEMENT

Article 57
The Mixed Committee

(1) The Mixed Committee shall be composed of one representative of each Contracting Party. The

European Community shall be represented by the Commission of the European Communities.

(2) Any Contracting State shall have one vote.

(3) The Mixed Committee shall adopt its decisions by a majority of three quarters of the
Contracting States represented and voting, except where this Agreement or the Statute provides
otherwise.

(4) The Mixed Committee shall adopt its rules of procedure.

(5) The Mixed Committee shall elect a chairperson from among its members. The duration of the

term of office shall be three years. The term of office shall be renewable.

Article 57a
The Budget Committee

(1) The Budget Committee shall be composed of one representative of each Contracting Party. The

European Community shall be represented by the Commission of the European Communities.

(2) Any Contracting State shall have one vote.

(3) The Budget Committee shall take its decisions by a simple majority of the representatives of the
Contracting States. However, a majority of three-quarters of the representatives of the Contracting

States shall be required for the adoption of the budget.
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(4) The Budget Committee shall elect a chairperson from among its members. The duration of the

term of office shall be three years. The term of office shall be renewable.

Article 57b
The Advisory Committee

(1) The Advisory Committee shall:

(a) assist the Mixed Committee in the preparation of the appointment of the judges of the Court:

(b) make proposals to the Presidium for the guidelines for the training framework for judges

referred to in Article 14: and

(¢) deliver opinions to the Mixed Committee on the proposals of the Commission of the European

Communities concerning the requirements for qualifications referred to in Article 28, paragraph 2.

(2) The Advisory Committee shall comprise patent judges and practitioners in patent law and patent
litigation with the highest recognised competence. They shall be appointed, in accordance with the

procedure laid down in the Statute, for a term of six years. They may be re-appointed.

(3) The composition of the Advisory Committee shall ensure a broad range of relevant expertise

and the representation of each of the Contracting States.

(4) The Advisory Committee shall elect a chairperson from among its members. It shall adopt its

rules of procedure.
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PART IV — TRANSITIONAL PROVISIONS

Article 58

Transitional period

(1) During a transitional period of seven years after the date referred to in Article 59, proceedings
for infringement or for revocation of a European patent may still be initiated before the national

courts or other competent authority of a Contracting State having jurisdiction under national law.

(2) Any proceedings pending before a national court at the end of the transitional period shall

continue to be subject to the transitional regime.

(3) In order to ensure the most efficient use and pooling of resources during a transitional period of
seven years, and without prejudice to Article 5 and Article 6, paragraph 3, those Contracting States
where prior to the date referred to in Article 59, during a period of three successive years, less than

fifty patent cases per calendar year have been commenced shall either:

a) have panels of local divisions which shall initially sit in a composition of one judge who is a
national of the Contracting State concerned and two judges from the Pool of Judges who are not
nationals of the Contracting State concerned; or

b) join a regional division with a critical mass of at least fifty cases per year.

(4) Unless proceedings have already been initiated before the Court, holders of European patents
granted or applied for prior to the date referred to in Article 59 shall have the possibility to opt out
from the application of Article 3. To this end they shall notify their opt-out to the Registry by the

latest one month before expiry of the transitional period.
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PART V - FINAL PROVISIONS

Article 58a

Ratification and depositing
This Agreement shall be ratified by the Contracting Parties in accordance with their respective
constitutional requirements. Instruments of ratification shall be deposited with [the General

Secretariat of the Council of the European Union (hereinafter referred to as "the depository")].

Article 58b

Accession

(1) This Agreement shall be open to accession by any Contracting State to the European Patent

Convention.

(2) Instruments of accession shall be deposited with [the depository].

Article 58¢

Duration of the Agreement

This Agreement shall be of unlimited duration.

Article 58d

Revision

(1) This Agreement may be revised by the Contracting Parties.

[(2) The Mixed Committee may amend this Agreement to bring it into line with an international

treaty relating to patents or European Community legislation. Unanimity of the Contracting Parties

shall be required.]
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(3) Not later than five years from the date referred to in Article 59, the Commission of the European

Communities shall draw up a report on the operation of the Court.

Article 58e

Denunciation

(1) Any Contracting State which is not a Member State may at any time denounce this Agreement.
Denunciation shall be notified to the Mixed Committee. Upon the receipt of such notification, a

Protocol among the Contracting Parties shall be drawn up to this effect.

(2) The denunciation of this Agreement shall be without prejudice to any proceedings pending

before the Court.

Article 58f

Languages of the Agreement

This Agreement is drawn up in a single original, in the [...] languages, all of them being equally

authentic.

Article 59

Entry into force

(1) This Agreement shall enter into force on the first day of the month following the date on which
[the depository] notifies the Contracting Parties that the Agreement has been ratified by the Member

States and the instruments of ratification have been deposited in accordance with Article 58a.

(2) In respect of any State which is eligible to accede to this Agreement in accordance with the
provisions of Article 58b and which subsequently expresses its consent to be bound by it, this
Agreement shall enter into force on the first day of the month following the deposit of the

instruments of ratification.
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Article 60

Entry into operation

[To be developed]

In witness whereof the undersigned, being duly authorised thereto, have signed this Agreement,

Done at ............. the
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Annex I

Draft Statute of the European and Community Patents Court

Article 1
Scope of the Statute

This Statute contains institutional and financial arrangements for the European and Community

Patents Court as established under Article 1 of the Agreement.

CHAPTERI - JUDGES

Article 2
Eligibility of judges

(1) Any person who is a national of a Contracting State and fulfils the conditions required by

Article 10 of the Agreement and this Statute may be appointed as a judge.

(2) The judges shall have a good command of at least one official language of the European Patent
Office.

Article 3
Appointment of judges

(1) Pursuant to the procedure set out in Article 11 of the Agreement, judges shall be appointed by
the Mixed Committee acting by common accord on the basis of proposals from the Advisory

Committee [...].

(2) Vacancies shall be publicly advertised and shall indicate the relevant eligibility criteria. The

Advisory Committee shall give an opinion on candidates' suitability to perform the duties of a judge
of the Court. The opinion shall comprise a list of most suitable candidates. The list shall contain at

least twice as many candidates as there are vacancies to be filled in.
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(3) When [...] appointing judges, the [...] Mixed Committee shall ensure a balanced composition of

the Court on as broad geographical basis as possible among nationals of the Contracting States.
(4) The judges shall be appointed for a period of six years. They may be reappointed.

(5) The Mixed Committee shall appoint as many judges as are needed for the well functioning of
the Court. Initially the Mixed Committee shall appoint the necessary number of judges for setting
up at least one panel pursuant to Article 14 in each of the divisions of the Court of First Instance

and at least two panels pursuant to Article 16 in the Court of Appeal.

(6) The decision of the Mixed Committee appointing full-time legally and technically qualified

judges shall state the instance of the Court and/or the division of the Court of First Instance for
which each judge is appointed and the fields of technology for which a technically qualified judge is
appointed.

(7) Part-time technically qualified judges shall be appointed as judges of the Court and included in

the Pool of Judges on the basis of their specific qualifications and experience. The appointment of

these judges to the Court shall ensure that all fields of technology are covered.

Article 3a

Judges' term of office

1. The term of office of a judge shall begin on the date laid down in the instrument of appointment.

2. In the absence of any provision regarding the date, the term shall begin on the date of the

instrument.

Article 3b

Appointment of the members of the Advisory Committee

(1) Each Contracting State shall propose a member of the Advisory Committee who fulfils the

requirements of Article 57b, paragraph 2, of the Agreement.
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(2) The members of the Advisory Committee shall be appointed by the Mixed Committee acting by

common accord.

(3) The members of the Advisory Committee shall be completely independent in the performance of

their duties and shall not be bound by any instructions.

Article 4
Oath

Before taking up his duties each judge shall, in open court, take an oath to perform his duties

impartially and conscientiously and to preserve the secrecy of the deliberations of the Court.

Article 5
Impartiality

(1) Immediately after taking the oath, each judge shall sign a declaration by which he solemnly

undertakes that, both during and after his term of office, he shall respect the obligations arising

therefrom, in particular the duty to behave with integrity and discretion as regards the acceptance,

after he has ceased to hold office, of certain appointments or benefits.

(2) A judge may not take part in the hearing of any case in which he:

(a) has taken part as adviser;

(b) has been a party or acted for one of the parties;

(c) has been called upon to pronounce as a member of a court, tribunal, board of appeal, arbitration
or mediation panel, a commission of inquiry or in any other capacity;

(d) has a personal or financial interest in the case or in relation to one of the parties; or

(e) is related to one of the parties or the representatives of the parties by family ties.
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(3) I, for some special reason, any judge considers that he should not take part in the judgement or

examination of a particular case, he shall so inform the President of the Court of Appeal or, in the

case of judges of the Court of First Instance, the President of the Court of First Instance. If, for

some special reason, the President of the Court of Appeal or, in the case of judges of the Court of

First Instance, the President of the Court of First Instance considers that a judge should not sit or

make submissions in a particular case, he shall justify this in writing and notify the judge concerned

accordingly.

(4) Any party to the proceedings may object to a judge for any of the reasons mentioned in

paragraph 2 or if the judge is suspected with good reason of partiality.

(5) Any difficulty arising as to the application of this Article shall be settled by decision of the
Presidium, in accordance with the Rules of Procedure. The judge concerned shall be heard but shall

not take part in the deliberations.

Article 6

Immunity of judges

(1) The judges shall be immune from legal proceedings for acts performed by them or in relation to
their official capacity. They shall continue to enjoy this immunity after they have ceased to hold

office.

(2) The Presidium may waive the immunity.

(3) Where immunity has been waived and criminal proceedings are instituted against a judge, he
shall be tried, in any of the Contracting States, only by the court competent to judge the members of

the highest national judiciary.

(4) The Protocol on the privileges and immunities of the European Communities shall apply to the
judges of the Court, without prejudice to the provisions relating to immunity from legal proceedings

of judges which are set out in this Statute.
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Article 7
End of duties

(1) Apart from normal replacement after expiry of his term pursuant to Article 3, paragraph 4, or

death, the duties of a judge shall end when he resigns.

(2) Where a judge resigns, his letter of resignation shall be addressed to the President of the Court
of Appeal or, in the case of judges of the Court of First Instance, the President of the Court of First

Instance for transmission to the Chairman of the Mixed Committee.

(3) Save where Article 8 applies, a judge shall continue to hold office until his successor takes up

his duties.

(4) Any vacancy shall by filled by the appointment of a new judge for the remainder of his

predecessor's term.

Article 8

Removal from office

(1) A judge may be deprived of his office or of other benefits in its stead only if the Presidium
decides that he no longer fulfils the requisite conditions or meets the obligations arising from his

office. The judge concerned shall be heard but shall not take part in the deliberations.

(2) The Registrar of the Court shall communicate this decision to the Chairman of the Mixed

Committee.

(3) In the case of a decision depriving a judge of his office, a vacancy shall arise upon this latter

notification.
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Article 9

Training

(1) Appropriate and regular training of judges shall be provided for within the training framework

set up under Article 14 of the Agreement. The Presidium shall adopt Training Regulations ensuring

the implementation and overall coherence of the training framework.

(2) The training framework shall provide a platform for the exchange of expertise and a forum for

discussion, in particular by:

(a) organising courses, conferences, seminars, workshops and symposia:

(b) co-operating with international organisations and education institutes in the field of intellectual

property; and

(¢) promoting and supporting further vocational training.

(3) An annual work programme and training guidelines shall be drawn up, which shall include for

each judge an annual training plan identifying his main training needs in accordance with the

Training Regulations.

(4) The training framework shall in addition:

(a) ensure appropriate training for candidate-judges and newly appointed judges of the Court;

(b) support projects aimed at facilitating co-operation between representatives, patent attorneys and

the Court.

Article 9a

Remuneration

The Mixed Committee shall set the remuneration of the President of the Court of Appeal, the

President of the Court of First Instance, the judges. the Registrar, the Deputy-Registrar and the staff.
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CHAPTER II - ORGANISATIONAL PROVISIONS

SECTION 1 - COMMON PROVISIONS

Article 10
President of the Court of Appeal

(1) The President of the Court of Appeal shall be elected by all judges of the Court of Appeal [...],

for a term of three years, from among their number. He may be re-elected twice.

(2) The elections of the President of the Court of Appeal shall be by secret ballot. If a judge obtains

an absolute majority he shall be elected. If no judge obtains an absolute majority, a second ballot

shall be held and the judge obtaining the most votes shall be elected.

(3) The President of the Court of Appeal shall direct the judicial activities and the administration of

the Court of Appeal and chair the Court of Appeal sitting as a full Court.

(4) If the office of the President of the Court of Appeal falls vacant before the usual date of expiry

of his term, a successor shall be elected for the remainder thereof.

Article 10a

President of the Court of First Instance

(1) The President of the Court of First Instance shall be elected by all judges of the Court of First

Instance who are full-time judges, for a term of three vears, from among their number. He may be

re-clected twice.

(2) The President of the Court of First Instance shall direct the judicial activities and the

administration of the Court of First Instance.

(3) Article 10, paragraphs 2 and 4, shall by analogy apply to the President of the Court of First

Instance.
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Article 11

Presidium

(1) The Presidium shall be composed of the President of the Court of Appeal, who shall act as
chairperson, the President of the Court of First Instance, two judges of the Court of Appeal elected

from among their number, three judges of the Court of First Instance who are full-time judges of the

Court elected from among their number, and the Registrar as a non-voting member.

(2) The Presidium shall exercise the duties in accordance with this Statute. It may, without

prejudice to its own responsibility, delegate certain tasks to one of its members.

(3) The Presidium shall be responsible for the management of the Court and shall:

(a) give an opinion on a proposal for the Rules of Procedure in accordance with Article 22 of the

Agreement;

(b) draw up proposals for the amendment of the Rules of Procedure and proposals regarding the

Financial Regulations of the Court;

(c) prepare the annual budget, the annual accounts and the annual report of the Court and submit

them to the Budget Committee;

(d) establish the guidelines for the training programme for judges and supervise the implementation

thereof;

(e) take decisions on the appointment and removal of the Registrar and the Deputy-Registrar;

(f) lay down the rules governing the Registry including the sub-registries.

(4) Decisions of the Presidium referred to in Articles 5, 6 and & shall be taken in the absence of the

Registrar.

7928/09 LK/lo 57
ANNEX DGCI EN



(5) The Presidium can take valid decisions only when all members, or their substitutes, are present.

Decisions shall be taken by a majority of votes.

Article 12
Staff

(1) The officials and other servants shall have a task to assist the President of the Court of Appeal,
the President of the Court of First Instance, the judges and the Registrar. They shall be responsible

to the Registrar, under the authority of the President of the Court of Appeal and the President of the

Court of First Instance.

(2) The Mixed Committee shall establish the Staff Regulations of officials and other servants of the
Court.

Article 12a

Judicial vacations

1. On the basis of the consultation with the Presidium, the President of the Court of Appeal shall

establish the duration of judicial vacations and the rules on observing official holidays.

2. During the vacations, the functions of the President of the Court of Appeal and the President of

the Court of First Instance may be exercised by any judge invited by the respective President to take

his place, keeping in touch with the Registrar. In a case of urgency, the President of the Court of

Appeal may convene the judges.

3. The President of the Court of Appeal or the President of the Court of First Instance may, in

proper circumstances, grant leave of absence to respectively judges of the Court of Appeal or judges

of the Court of First Instance.
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SECTION 2 - THE COURT OF FIRST INSTANCE

Article 13

Setting up and discontinuance of a local or regional division

(1) A request from one or more Contracting States for the setting up of a local or regional division
shall be addressed to the Chairman of the Mixed Committee. It shall indicate the seat(s) of the local

or regional division.

(2) The decision of the Mixed Committee setting up a local or regional division shall indicate the
number of judges for the division concerned. The decision shall be published in [the Official

Journal of the European Union.]

(3) The Mixed Committee shall decide to discontinue a local or regional division on the request of
the Contracting State hosting the local division or the Contracting States participating in the
regional division. The decision to discontinue a local or regional division shall state the date after
which no new cases may be brought before the division and the date on which the division will

cease to exist.

(4) As from the date on which a local or regional division ceases to exist, the judges assigned to this
local or regional division shall be assigned to the central division, and cases still pending before the
local or regional division together with the sub-registry and all of its documentation shall be

transferred to the central division.

Article 14

Panels

(1) The composition of the panels and the assignment of cases within a division to its panels shall
be governed by the Rules of Procedure. One judge of the panel shall be appointed as the presiding

judge, in accordance with the Rules of Procedure.

7928/09 LK/lo 59
ANNEX DGCI EN



(2) The panel may delegate, in accordance with the Rules of Procedure, certain functions to one or

more of its judges.

(3) In cases where a single judge hears the case in accordance with Article 6, paragraph 7, of the

Agreement, he shall carry out all functions of a panel.

(4) One judge of the panel shall act as Rapporteur, in accordance with the Rules of Procedure.

Article 15
Pool of Judges

(1) A list with the names of the judges included in the Pool of Judges shall be drawn up by the

Registrar. In relation to each judge, the list shall at least indicate the languages used, the technical

field of competence and experience as well as the cases previously handled by this judge.

(2) A request addressed to the President of the Court of First Instance to assign a judge from the

Pool of Judges shall indicate in particular the subject matter of the case, the official language of the

European Patent Office used by the judges of the panel, the language of the proceedings and the

field of technology required.

SECTION 3 - THE COURT OF APPEAL

Article 16

Panels

(1) The composition of panels and the assignment of cases to panels shall be governed by the Rules
of Procedure. One judge of the panel shall be appointed as the presiding judge, in accordance with

the Rules of Procedure.
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(2) [...] When a case is of exceptional importance, and in particular when the decision may affect
the unity and consistency of the jurisprudence of the Court, the Court of Appeal may decide, on the

basis of a proposal from the presiding judge, to refer the case to the full Court.

(3) The panel may delegate, in accordance with the Rules of Procedure, certain functions to one or

more of its judges.

(4) One judge of the panel shall act as Rapporteur, in accordance with the Rules of Procedure.

SECTION 4 - THE REGISTRY

Article 17

Appointment and removal from office of the Registrar

(1) The Presidium shall appoint the Registrar of the Court for a term of six years. He may be re-
appointed.

(2) Two weeks before the date fixed for making the appointment of the Registrar, the President of

the Court of Appeal shall inform the Presidium of the applications which have been submitted for

the post. The name of the Registrar shall be published in the [Official Journal].

(3) Before he takes up his duties the Registrar shall take oath before the Presidium to perform his

duties impartially and conscientiously.

(4) The Registrar may be removed from office only if he no longer meets the obligations arising

from his office. The Presidium shall take its decision after having heard the Registrar.

(5) If the office of the Registrar falls vacant before the usual date of expiry of the term thereof, the

Presidium shall appoint a new Registrar for a term of six years.
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(6) If the Registrar is absent or prevented from attending or where his post is vacant, the President

of the Court of Appeal after having consulted the Presidium shall designate a member of the staff of

the Court to carry out the duties of the Registrar.

Article 18
Duties of the Registrar

(1) The Registrar shall assist the Court, the President of the Court of Appeal, the President of the

Court of First Instance and the judges in the performance of their functions. He shall be responsible

for the organisation and activities of the Registry under the authority of the President of the Court of

Appeal.

(2) The Registrar shall in particular be responsible for:

(a) keeping the registry which includes records of all cases before the Court;

(b) keeping and administering lists drawn up in accordance with Articles 13, 28 and 36 of the
Agreement;

(c) keeping and publishing a list of notifications of opt-outs in accordance with Article 58 of the
Agreement;

(d) publishing the decisions of the Court, subject to the protection of confidential information;
(e) publishing annual reports with statistical data; and

(f) ensuring that the information on opt-outs in accordance with Article 58 of the Agreement is

closely linked with the European Patent Office patent register.

Article 19
Keeping of the register

(1) Detailed rules for keeping the register of the Court shall be prescribed in the Instructions to the
Registry, adopted by the Presidium.

(2) The rules on access to documents of the Registry shall be provided for in the Rules of

Procedure.

7928/09 LK/lo 62
ANNEX DGCI EN



Article 20
Sub-registries and Deputy-Registrar

(1) A Deputy-Registrar shall be appointed for a term of six years by the Presidium. He may be re-
appointed.

(2) Article 17, paragraphs 2 to 6, shall apply by analogy.

(3) The Deputy-Registrar shall be responsible for the organisation and activities of sub-registries

under the authority of the Registrar and the President of the Court of First Instance. The duties of

the Deputy-Registrar shall in particular include:

(a) keeping records of all cases before the relevant division of the Court of First Instance;

(b) notifying every case before the relevant division of the Court of First Instance to the Registry.

(4) The Deputy-Registrar shall also provide administrative and secretarial assistance to the relevant

division of the Court of First Instance.

7928/09 LK/lo 63
ANNEX DGCI EN



CHAPTER III - FINANCIAL PROVISIONS

Article 22
Budget

(1) The budget shall be adopted by the Budget Committee on the proposal of the Presidium. It shall
be drawn up in accordance with the generally accepted accounting principles laid down in the

Financial Regulations.

(2) Within the budget, the Presidium may, in accordance with the Financial Regulations, transfer

funds between the various headings or subheadings.

(3) The Registrar shall be responsible for the implementation of the budget in accordance with the

Financial Regulations.

(4) The Registrar shall annually make a statement on the accounts of the preceding financial year

relating to the implementation of the budget which shall be approved by the Presidium.

Article 23

Authorisation for expenditure

(1) The expenditure entered in the budget shall be authorised for the duration of one accounting

period unless the Financial Regulations provide otherwise.

(2) In accordance with the Financial Regulations, any appropriations, other than those relating to
staff costs, which are unexpended at the end of the accounting period may be carried forward, but

not beyond the end of the following accounting period.

(3) Appropriations shall be set out under different headings according to type and purpose of the

expenditure, and subdivided, as far as necessary, in accordance with the Financial Regulations.

7928/09 LK/lo 64
ANNEX DGCI EN



Article 24

Appropriations for unforeseeable expenditure

(1) The budget of the Court may contain appropriations for unforeseeable expenditure.

(2) The employment of these appropriations by the Court shall be subject to the prior approval of
the Budget Committee.

Article 25

Accounting period

The accounting period shall commence on 1 January and end on 31 December.

Article 26
Preparation of the budget

The Presidium shall submit the draft budget of the Court to the Budget Committee no later than the

date prescribed in the Financial Regulations.

Article 27

Provisional budget

(1) If, at the beginning of the accounting period, the budget has not been adopted by the Budget
Committee, expenditures may be effected on a monthly basis per heading or other division of the
budget, in accordance with the Financial Regulations, up to one-twelfth of the budget
appropriations for the preceding accounting period, provided that the appropriations thus made

available to the Presidium do not exceed one-twelfth of those provided for in the draft budget.

(2) The Budget Committee may, subject to the observance of the other provisions laid down in

paragraph 1, authorise expenditure in excess of one-twelfth of the appropriations.
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Article 28

Auditing of accounts

(1) The annual financial statements of the Court shall be examined by independent auditors. The

auditors shall be appointed and if necessary dismissed by the Budget Committee.

(2) The audit, which shall be based on professional auditing standards and shall take place, if
necessary, in situ, shall ascertain that the budget has been implemented in a lawful and proper
manner and that the financial administration of the Court has been conducted in accordance with the
principles of economy and sound financial management. The auditors shall draw up a report after

the end of each accounting period containing a signed audit opinion.

(3) The Presidium shall submit to the Budget Committee the annual financial statements of the
Court and the annual budget implementation statement for the preceding accounting period,

together with the auditors’ report.

(4) The Budget Committee shall approve the annual accounts together with the auditors’ report and

shall discharge the Presidium in respect of the implementation of the budget.

Article 30

Financial Regulations

(1) The Financial Regulations shall lay down in particular:

(a) arrangements relating to the establishment and implementation of the budget and for the
rendering and auditing of accounts;

(b) the method and procedure whereby the payments and contributions provided for in Article /.../
and the initial financial contributions provided for in Article /.../ are to be made available to the
Court;

(c) the rules concerning the responsibilities of authorising and accounting officers and the
arrangements for their supervision; and

(d) the generally accepted accounting principles on which the budget and the annual financial

statements are to be based.
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(2) The Financial Regulations shall be adopted by the Mixed Committee on the proposal from the

Court.

Article 31

Income

[To be developed]

Article 32

Operating costs

[To be developed]
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CHAPTER 1V — PROCEDURAL PROVISIONS

Article 33

Secrecy of deliberations

The deliberations of the Court shall be and shall remain secret.

Article 34

Decisions

(1) When a panel sits in composition of an even number of judges, decisions of the Court shall be

taken by a majority of the panel. In case of equal vote the vote of the presiding judge shall prevail.

(2) In the event of one of the judges of a panel being prevented from attending, a judge from

another panel may be called upon to sit in accordance with the Rules of Procedure.

(3) In cases where this Statute provides that [...] the Court of Appeal shall take a decision sitting as
a full court, such decision shall be valid only if it is taken by at least /3/4] of the judges comprising
the full court.

(4) Decisions of the Court shall contain the names of the judges deciding the case.

(5) Decisions shall be signed by the judges deciding the case, by the Registrar for decisions of the
Court of Appeal, and by the Deputy-Registrar for decisions of the Court of First Instance. They

shall be read in open court.

Article 35

Dissenting opinions

A dissenting opinion expressed separately by a judge of the panel in accordance with Article 51 of
the Agreement shall be reasoned, given in writing and shall be signed by the judge expressing this

opinion.
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Article 36
Decision by default

(1) Where the defendant, after having been duly summoned, fails to file written submissions in

defence or fails to appear at the oral hearing, at the request of the plaintiff a decision by default may

be given in accordance with the Rules of Procedure. An objection may be lodged against the

decision within one month of it being notified.

(2) The objection shall not have the effect of staying enforcement of the decision by default unless

the Court decides otherwise.

Article 37

Questions referred to the Court of Justice of the European Communities

(1) The procedures established by the Court of Justice of the European Communities [...] for

referrals for preliminary rulings within the European Community shall apply, as far as appropriate.

(2) Whenever the Court of First Instance or the Court of Appeal has decided to refer to the Court of

Justice of the European Communities a question of interpretation of the Treaty establishing the

European Community or a question on the validity or interpretation of acts of the institutions of the

European Community, it shall stay its proceedings.

CHAPTER'YV - FINAL PROVISIONS

[To be developed]
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Preliminary list of topics to be included in the Rules of Procedure

1. Organisation of the Court

1. Working of the Court

- Sessions, judicial vacations

Annex II

- Dates, times and places of sitting of the Court (including the possibility for central and regional

divisions to hold hearings in multiple locations)
- Inability to attend or absence of a judge
- Procedure of assignment of cases to panels

- Appointment and duties of judge-Rapporteur

2. Registry

- Appointment and oath of the Registrar

- Assistants of the Registrar

- Replacement of the Registrar

- Keeping of the Registry (including information on notifications about opt-outs)

- Procedure of publication of decisions

3. Languages

- Detailed language arrangements

4. Parties

- Initiation of proceedings by third parties (conditions, procedure)

- Special cases for a party to initiate proceedings (including proceedings initiated by an applicant

for a patent or a prior user)

- Intervention in proceedings (application, conditions, invitation by the Court)
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5. Representatives of parties

- Requirements for representatives

- Requirements for European Patent Attorneys (including rules on EU patent litigation certificates
or proof of patent litigation experience)

- Privileges, immunities and facilities of representatives

- Status of parties' representatives

- Misrepresentation

- Exclusion from proceedings

II. Procedure

1. Written procedure

- Lodging of pleadings

- Application (including its putting in order, serving and publication)
- Lodging of defence

- Second exchange of pleadings

- Offers to introduce further evidence

- New pleas in law

- Documents for consideration

- Confidentiality

2. Interim procedure

- Conditions for convening an interim hearing
- Role of Judge-Rapporteur

- Mandate of a panel to Judge-Rapporteur

- Possibility for a settlement
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3. Oral procedure

- Public proceedings

- Decision of the Court to make proceedings confidential
- Holding of hearings

- Date of the hearing

- Absence of the parties from the hearing

- Conduct of the hearing

- Close of the oral procedure

- Minutes of the hearing

- Interpretation to assist the parties

4. Electronic procedures
- Use of electronic procedures
- Electronic filing of submissions and evidence

- Electronic communication

5. Obtaining evidence

- Means of obtaining evidence

- Procedure depending on means of obtaining evidence

- Witnesses (summoning, examination, duties, oath)

- Experts (appointment, duties, oath, report, objection)

- Court experts (drawing up a list of experts in specific technical fields, appointment)
- Order to produce evidence

- Order to preserve evidence and to inspect property

- Freezing orders

- Conditions and procedure for ordering the communication of information
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6. Provisional and permanent injunctions
- Granting provisional and protective measures (application, procedure)
- Granting permanent injunctions (application, procedure)

- Ordering corrective measures (request, procedure)

7. Settlement

- Examination for possibilities to settle, proposing solutions by the Court
- Agreement of the parties

- Confirmation by the Court

8. Stay of proceedings

- General conditions and procedure

- Staying of proceedings when validity and infringement questions are split
- Staying of proceedings due to action at the European Patent Office

- Staying or proceedings in connected cases

- Duration and effects

9. Expedited proceedings

- Conditions for expedited proceedings

10. Discontinuance of proceedings
- Discontinuance of proceedings at the request of applicant; no need to adjudicate; action bound to

fail; absolute bar to proceedings
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11. Decisions

- Deliberations (secrecy)

- Quorum

- Majority of the panel to take a decision

- Role of the presiding judge in case of equal votes

- Content and form of a decision

- Delivery of a decision

- Binding and territorial effect of a decision

- Rectification

- Enforcement (including rules of lodging of security)
- Publication

- Protection of confidential data in published decisions

- Publication of decision as a measure for dissemination of information

12. Legal costs

- Decision as to costs

- Allocation

- Unreasonable costs

- Costs of enforcing a decision
- Recoverable costs

- Dispute as to costs

- Payment

13. Legal aid
- Substantive conditions
- Formal conditions

- Procedure for granting aid
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14. Serving of documents
- Procedure of serving documents

- Serving of documents by electronic means

15. Time limits
- Calculation of periods of time prescribed in the Agreement
- Extension of time limits

- Unforeseeable circumstances/force majeure in relation to time limits

II1. Special forms of procedure

1. Appeals

- Conditions for appeals against decisions of the Court
- Proceedings in the Court of Appeal

- Decision in appeal

- Conditions and procedure for introduction of new facts and new evidence in the Court of Appeal

2. Referral back to the Court of First Instance
- Conditions for referral back

- Procedure for examining cases referred back

3. Petition for further appeal

- Conditions and procedure for petition for further appeal (cassation)

4. Exceptional review procedures

- Conditions and procedure for rehearing

- Third-party proceedings (when a decision affecting a third party has been taken without its
participation)

- Interpretation of decisions of the Court
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5. Decisions by default
- Procedure of taking decision by default (when defendant fails to lodge defence)

- Application to set aside a decision by default

IV. Final provisions

- Entry into force

- Publication of the Rules of Procedure
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16.10.2009

Preliminary set of provisions for the
Rules of procedure of the European and Community Patents Court

| Status

1. First draft dated 29 May 2009
e discussed in expert meetings on 5 June and 19 June 2009
2. Second draft (Part 1, Chapter 1) dated 9 July 2009, Working paper from the Commission
Services, Council working document 11813/09
e discussed in Council Working Party on Intellectual Property (Patents) on 22 July 2009
3. Third draft dated 25 September 2009
e discussed in expert meeting on 2 October 2009
4. Fourth draft dated 16 October 2009
e submitted to 5" European Patent Judges' Forum on 30 and 31 October 2009

| Introductory remarks

The present document contains a preliminary set of provisions for the Rules of Procedure of the
European and Community Patents Court (hereinafter "ECPC").

Basic principles of procedural law are already laid down in Part Il of the draft Agreement on the
ECPC (hereinafter "draft Agreement™)*, for instance proportionality and fairness, case
management, right to be heard, publicity, stages of the proceedings etc. The draft Agreement also
contains general provisions on languages, parties, representation, means of evidence, experts, and
defines the powers of the ECPC to order provisional measures (in particular preliminary
injunctions), to issue orders to preserve evidence (saisie-contrefacon), corrective measures etc.

However, in several places in the draft Agreement, references are made to "Rules of Procedure”
which shall spell out procedural details. This is a tried and tested legal technique: only the basic
principles have been included in the draft Agreement, many procedural details being left for
secondary legal instruments (rules of procedure, practice directions).

In accordance with Article 22(2) draft Agreement, the Rules of Procedure of the ECPC shall be
adopted by the Mixed Committee on a proposal from the Commission. The Commission shall
draw up its proposal on the basis of broad consultations with the stakeholders and after having
received an opinion of the ECPC.

It will be a tremendous task to draw up truly European Rules of Procedure which will guarantee
that the ECPC adopts the most efficient and fair procedural practices, and thus becomes the
attractive forum for resolving patent disputes that European businesses need. Nevertheless, a

! See Council working document 7928/09 dated 23.3.2009, in particular Articles 21a to 56.



uniform procedural law is indispensable in order to achieve consistent handling of cases in the
various divisions of the ECPC. In practice, this will constitute a major improvement as compared
to today's fragmented patent litigation system where the same European patent is dealt with by
national courts operating under their own procedural laws: since each judge must apply his
national procedural rules, judgments in various jurisdictions are frequently based on different sets
of facts and evidence, and different national rules on disclosure, cross-examination, hearings, the
role of experts and technically qualified judges, if any, impinge on the eventual outcome and
increase the risk of divergent decisions.

The eventual Rules of Procedure of the ECPC will be the result of a long and very thorough and
collaborative process, involving judges, attorneys, experts from industry and other interested
circles as well as Member States, over the coming months and years. Even after the new court
system comes into operation, the Rules of Procedure will have to be regularly adjusted, in
accordance with Article 22(2) draft Agreement.

Users of the patent system have repeatedly requested that work on the Rules of Procedure be
started at an early stage. In order to enable a proper assessment of the functioning of the future
Court in practice and to create trust and confidence in the new Court system, it does appear
appropriate to start early and not to push aside this huge task for later times. Together with the
draft Agreement, ongoing work on the Rules of Procedure will enable Member States and all
users to better perceive how the future Court system will work in practice. And, as regards the
overall architecture of the project, it will be crucial for achieving, in the final negotiations on the
draft Agreement, the right balance between on the one side the broad principles in the draft
Agreement and on the other side the level of details which should be left to the Rules of
Procedure.

For all these reasons, a preliminary set of provisions for the Rules of Procedure has been prepared
and is currently being discussed with stakeholders and Member States. It draws on the work
carried out in the framework of the EPLA (most notably the "Second Venice Resolution” of 2006
and Jan Willems' "Third proposal for an EPLP" of 2001). For general procedural matters not
specifically related to patent law, the Rules of the procedure of the European Court of Justice
have served as a model.

| Abbreviations

EPC European Patent Convention

EPLA RoP "Annex |. Procedural law EPJ", prepared by Jan Willems, WPL/SUB
20/01, 27.8.2001

IPLA Intellectual Property Lawyers' Association, Comments on Second
Venice Resolution, http://www.ipla.org.uk/submissions.php?id=10

RoP CST Rules of Procedure of the European Union Civil Service Tribunal

VR2 Second Venice Resolution, Principles relating to the Rules of

Procedure of the European Patent Court, 4.11.2006
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PREAMBLE

The Court shall conduct proceedings in accordance with these Rules of Procedure which shall be
applied and interpreted on the basis of the principles of proportionality, fairness and equity.

Proportionality shall be ensured by giving due consideration to the nature and complexity of each
case, its economic value and its importance to the parties.

Fairness shall be ensured by giving due consideration to the legitimate interests and expectations
of the parties, including predictability of proceedings and the possibility to best present and
defend their case.

Equity shall be ensured by giving due consideration to the necessary balance of interests of all
parties including the prevention of abuse of procedure by one of the parties, as well as
unnecessary costs and delays.

In accordance with these principles the Court shall apply and interpret the Rules of Procedure in a
way which will ensure efficiency and cost-effectiveness of proceedings and decisions of the
highest quality.

In accordance with these principles proceedings shall be conducted in a way which will normally
allow deciding or otherwise concluding cases at first instance within one year. Case management
shall be organised in accordance with this objective. Parties shall cooperate and set out their full
case as early as possible in the proceedings.

The Court shall endeavour to ensure consistent application and interpretation of these Rules of
Procedure by all first instance divisions and the Court of Appeal. Due consideration will be given
to this objective in any decision concerning leave to appeal against procedural orders.

Practice Directions shall lay down further details of the proceedings before the Court. They may
not contradict or alter the provisions of the Agreement, the Statute or these Rules of Procedure.
APPLICATION AND INTERPRETATION OF THE RULES OF PROCEDURE

Rule 1 — Power of judge to perform functions of the Court

Where these Rules provide for the Court to perform any act, that act may be performed by the
presiding judge or the judge-rapporteur of the panel to which the case has been assigned.
Rule 2 — Power of Registry staff to perform functions of the Registry

Where these Rules provide for the Registry to perform any act, that act may be performed by a
member of the staff of the Registry or of any sub-registry.
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Rule 3 — Use of electronic means of communication and official forms

Written pleadings shall be lodged at the Registry in electronic form, in accordance with the
Practice Directions. Parties shall make use of the official forms available on-line.

[Relation with draft Agreement: Article 25]

Rule 4 — Service of orders, decisions and written pleadings

The Registry shall serve, in accordance with Rule <on Service>,

(a) orders and decisions of the Court on the parties,

(b) written pleadings of a party on the other party.

Where applicable, the Registry shall inform the parties of the opportunity to reply or to take any
other action in the proceedings and of any time period for so doing.

Rule 5 — Language of written pleadings

Written pleadings shall be drawn up in the language of the proceedings, unless otherwise
provided.

Rule 6 — Party and party’'s representative

Where these Rules provide that a party perform any act, that act shall be performed by a
representative, unless otherwise provided.

Rule 7 — Powers of the Court

1. The Court may, at any stage of the proceedings, of its own motion or on reasoned request by a
party, order a party to answer any question or provide any clarification or evidence, within time

periods to be specified.

2. The Court may disregard any request, fact, evidence or argument [= submissions] which a
party, without reasonable grounds, has not submitted in due time.
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PART 1 - PROCEDURE BEFORE THE COURT OF FIRST INSTANCE

Rule 8 — Stages of the proceedings

Proceedings before the Court of First Instance shall consist of one or more of the following
stages:

(a) the written procedure;

(b) the interim procedure, which may include an interim conference with the parties;

(c) the oral procedure, which shall include an oral hearing of the parties;

(d) the procedure for the award of damages;

(e) the procedure for a cost order.

Relation with draft Agreement: Articles 32(1), 41 and 42

Rule 9 — Settlement

1. At any stage of the proceedings, if the Court is of the opinion that the dispute is suitable for a
settlement, it may [without compromising its judicial position] propose that the parties make use
of the facilities of the Patent Mediation and Arbitration centre in order to settle the dispute.

2. No opinion expressed, suggestion made, proposal put forward, concession made or document
drawn up for the purposes of settlement may be relied on as evidence by the Court or the parties
in proceedings before the Court.

Relation with draft Agreement: Articles 17(3) and 52
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CHAPTER 1-WRITTEN PROCEDURE

SECTION 1 - INFRINGEMENT ACTION

Rule 10 — Exchange of written pleadings (infringement action)

1. The written procedure shall consist of

(a) the lodging of a Statement of claim (by the plaintiff) [Rule 11] and

(b) the lodging of a Statement of defence (by the defendant) [Rules 20-21].

2. The Statement of defence may include a Counterclaim for revocation [Rule 22].

3. If a Counterclaim for revocation is lodged, the plaintiff may lodge a Reply to the counterclaim
for revocation [Rule 28]. The Reply may include a Request to amend the claims [Rule 29].

4. If a Request to amend the claims is lodged, the defendant may lodge a Rejoinder to the request
to amend the claims [Rule 30].

5. The judge-rapporteur may allow the exchange of further written pleadings, within periods to be
specified [Rule 31].
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STATEMENT OF CLAIM

Rule 11 — Contents of the Statement of claim

The plaintiff shall lodge a Statement of claim which shall contain
(a) the names of the plaintiff and of the plaintiff's representative,
(b) the name of the party against whom the Statement is made (the defendant),
(c) postal and electronic addresses for service on the plaintiff and the names of the persons
authorised to accept service,
(d) postal and, where available, electronic addresses for service on the defendant and the names
of the persons authorised to accept service,
(e) the number of the patent concerned,
(f) where applicable, information about any pending proceedings relating to that patent before the
Court, the European Patent Office or any national authority,
(9) an indication of the division which shall have jurisdiction in accordance with Article 15a(1) of
the Agreement; where the parties have agreed in accordance with Article 15a(6) of the
Agreement, the indication of the division which shall have jurisdiction shall be accompanied by
evidence of the parties' agreement,
(h) the nature of the claim, the order or the remedy sought by the plaintiff,
(1) the facts relied on, in particular

(i) one or more examples of alleged infringements specifying the date and place of each,

(ii) the identification of the patent claims alleged to be infringed,
(j) written evidence relied on, including any written witness statement [Rule 175], and where
necessary an indication of any further evidence which will be offered in support and
(k) the reasons why the facts relied on constitute infringements of the patent claims, including
arguments of law and where appropriate an explanation of the proposed claim interpretation
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Rule 12 — Language of the Statement of claim

1. The Statement of claim shall be drawn up

(@) in one of the languages of the regional division or local division
(i) which the plaintiff has chosen in accordance with Article 15a(1)(a) or (b) or second
sentence of the Agreement or
(if) which the parties have agreed to bring the action before in accordance with
Article 15a(6) of the Agreement, or

(b) in the language in which the patent was granted
(i) where the central division has jurisdiction in accordance with Article 15a(1) of the
Agreement or
(if) where the parties have agreed on the use of the language in which the patent was
granted in accordance with Article 29(3) of the Agreement; where the parties have agreed
in accordance with Article 29(3) of the Agreement, evidence of such agreement shall be
lodged by the plaintiff together with the Statement of claim.

2. The language in which the Statement of claim is drawn up shall be the language of the
proceedings, without prejudice to a decision of the Court under Rule 17(1)(c).

3. The plaintiff may lodge a translation of the Statement of claim in an official language of the
State where the defendant is domiciled and request that the translation be served on the
defendant.

Relation with draft Agreement: Article 29

Rule 13 — Fee for the infringement action

1. The plaintiff shall pay the fee for the infringement action. Proof of payment of the fee shall be
provided together with the Statement of claim.

2. Without prejudice to a decision on an application for legal aid under Article 44 of the
Agreement, the Statement of claim shall not be deemed to have been lodged until the fee has
been paid.

Relation with draft Agreement: Articles 43, 44
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Rule 14 — Examination as to formal requirements of the Statement of claim

1. The Registry shall, within three working days of lodging of the Statement of claim, examine
whether the requirements of Rules 11(a) to (g), 12 and 13(1) have been complied with.

2. If the plaintiff has not complied with the requirements referred to in paragraph 1, the Registry
shall inform the President of the Court of First Instance who shall reject the action as
inadmissible. He may hear the plaintiff.

Rule 15 — Recording in the Register (Court of First Instance, infringement action)

1. If the requirements referred to in Rule 14(1) have been complied with, the Registry shall
immediately, in accordance with the Instructions to the Registrar,

(a) attribute a date of receipt to the Statement of claim and a case number to the file,

(b) record the file in the Register,

(c) inform the plaintiff of the case number of the file and the date of receipt and

(d) assign the case to a panel of the division indicated by the plaintiff [Rule 11(g)], in accordance
with the business distribution scheme.

2. The action shall be regarded as pending before the Court as from the date of receipt attributed
to the Statement of claim.

Relation with draft Agreement: Articles 8 and 15a
Rule 16 — Designation of the judge-rapporteur

The presiding judge of the panel to which the case has been assigned [Rule 15(1)(d)] shall
designate one judge of the panel as judge-rapporteur.
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PROCEDURE WHEN THE DEFENDANT RAISES A PRELIMINARY OBJECTION

Rule 17 — Preliminary objection

1. [At the latest together with the Statement of defence / Within two months of service of the
Statement of claim], the defendant may lodge a Preliminary objection regarding

(@) the jurisdiction of the Court,

(b) the competence of the division indicated by the plaintiff [Rule 11(g)] or

(c) the language of the Statement of claim.

2. A Preliminary objection shall be lodged in separate written pleadings setting out
(a) the grounds upon which it is based,

(b) where appropriate, the facts and evidence relied on and

(c) the order sought by the defendant.

3. The Preliminary objection shall be drawn up
(@) in the language of the proceedings or
(b) in one of the official languages of the Contracting State where the defendant is domiciled.

4. The Registry shall

(a) invite the plaintiff to comment on the Preliminary objection and, where applicable, to correct
of his own motion any deficiency, within one month, and

(b) inform the judge-rapporteur.

5. The period for lodging the Statement of defence under Rule 20(1) shall not be affected by the
lodging of a Preliminary objection, unless the judge-rapporteur decides otherwise.

Rule 18 — Decision on Preliminary objection

1. As soon as possible after the expiry of the period [of one month] referred to in Rule 17(4)(a),
the judge-rapporteur shall decide whether the Preliminary objection shall be dealt with
immediately or in the main proceedings.

2. Where the Preliminary objection is to be dealt with immediately, the judge-rapporteur shall
present a report on the Preliminary objection to the panel which shall decide on the Preliminary
objection in accordance with Rule <on Decision in written proceedings>. The decision shall
include instructions to the parties and to the Registry concerning the next step in the proceedings.

3. Where the Preliminary objection is to be dealt with in the main proceedings, the judge-
rapporteur shall inform the parties.
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Rule 19 — Appeal against decision on Preliminary objection

1. An appeal against a decision under Rule 18 may only be lodged together with an appeal
against the final decision of the Court of First Instance, unless the Court grants leave to appeal
[Rules 251-252].

2. If an appeal is lodged, proceedings at first instance may be stayed by the Court on a reasoned
request by a party.

STATEMENT OF DEFENCE

Rule 20 — Lodging of the Statement of defence

The defendant shall lodge a Statement of defence within four months of service of the Statement
of claim. The period may be extended by the judge-rapporteur on a reasoned request by the
defendant.

Rule 21 — Contents of the Statement of defence

The Statement of defence shall contain

(a) the names of the defendant and of the defendant's representative,

(b) postal and electronic addresses for service on the defendant and the names of the persons
authorised to accept service,

(c) the case number of the file,

(d) an indication whether the defendant has lodged a Preliminary objection [Rule 17],

(e) the facts relied on, including any challenge to the facts relied on by the plaintiff,

(f) written evidence relied on, including any written witness statement [Rule 175], and where
necessary an indication of any further evidence which will be offered in support;

(g) the reasons why the action shall fail, including arguments of law and where appropriate any
challenge to the plaintiff's proposed claim interpretation.

Rule 22 — Counterclaim for revocation
The Statement of defence may include a Counterclaim for revocation of the patent alleged to be

infringed. The Counterclaim for revocation shall contain submissions in accordance with
Rule 42(c) to (f).
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Rule 23 — Fee for the Counterclaim for revocation

The defendant shall pay the fee for the Counterclaim for revocation. Proof of payment of the fee
shall be provided together with the Statement of defence. Rule 13(2) shall apply mutatis
mutandis.

Rule 24 — Further schedule

1. At the latest ten working days after service of the Statement of defence, the judge-rapporteur
shall, after consulting the parties and in accordance with the Practice Directions, set

(a) where appropriate, a date, time and place for an interim conference with the parties and

(b) a date for the oral hearing.

2. On a reasoned request by a party and after consulting the other party, the judge-rapporteur may
convene an early hearing, in accordance with the Practice Directions.

REPLY TO THE COUNTERCLAIM FOR REVOCATION AND REQUEST TO AMEND THE CLAIMS

Rule 28 — Lodging of the Reply to the counterclaim for revocation

1. Within three months of service of a Statement of defence which includes a Counterclaim for
revocation, the plaintiff may lodge a Reply to the counterclaim for revocation stating why the
defendant's Counterclaim for revocation shall fail. The period [may / shall] be extended by the
judge-rapporteur on a reasoned request by the plaintiff.

2. The Reply to the counterclaim for revocation shall contain submissions in accordance with
Rule 21(e) to ().
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Rule 29 — Request to amend the claims

1. The Reply to the counterclaim for revocation may include a Request to amend the claims
which shall contain

(a) the proposed amendments of the claims of the patent in dispute, including where appropriate
one or more alternative sets of claims (auxiliary requests),

(b) the grounds upon which the amendments are sought and

(c) an indication whether the proposals are definite or conditional; the proposed amendments, if
conditional, must be reasonable in number in the circumstances of the case.

2. Any subsequent request to amend the claims may only be submitted with the leave of the
judge-rapporteur.

REJOINDER TO THE REQUEST TO AMEND THE CLAIMS

Rule 30 — Lodging of the Rejoinder to the request to amend the claims

1. Within two months of service of a Request to amend the claims, the defendant may lodge a
Rejoinder to the request to amend the claims stating why

(a) the proposed amendments are not allowable or

(b) the claims as amended remain invalid.

The period may be extended by the judge-rapporteur on a reasoned request by the defendant.

2. Where appropriate in view of the proposed amendments, the Rejoinder to the request to amend
the claims may contain submissions in accordance with Rule 42(d) to (f).

FURTHER EXCHANGES OF WRITTEN PLEADINGS

Rule 31 — Further exchanges of written pleadings

On a reasoned request by a party, the judge-rapporteur may allow the exchange of further written
pleadings, within periods to be specified.
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SECTION 2 - REVOCATION ACTION

Rule 40 — Action to be directed against the patent proprietor

In any action for the revocation of a patent, the proprietor of the patent shall be party to the
proceedings.

Rule 41 — Exchange of written pleadings (revocation action)

1. The written procedure shall consist of
(a) the lodging of a Statement for revocation (by the plaintiff) [Rule 42] and
(b) the lodging of a Defence to revocation (by the defendant) [Rule 50].

2. The Defence to revocation may include
(a) a Request to amend the claims and
(b) a Counterclaim for infringement.

3. If a Request to amend the claims is lodged, the plaintiff may lodge a Reply to the request to
amend the claims.

4. If a Counterclaim for infringement is lodged, the plaintiff may lodge a Reply to the
counterclaim for infringement [Rule 56].

5. Rule 10(5) shall apply.
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STATEMENT FOR REVOCATION

Rule 42 — Contents of the Statement for revocation

The plaintiff shall lodge a Statement for revocation shall contain

(a) particulars in accordance with Rule 11(a) to (f),

(b) where the parties have agreed [to bring the action before a local division or a regional
division] in accordance with Article 15a(6) of the Agreement, an indication of the division which
shall have jurisdiction accompanied by evidence of the parties' agreement,

(c) the nature of the claim, the order [revocation, partial revocation] or the remedy sought by the
plaintiff,

(d) one or more grounds for revocation, which may be supported by arguments of law,

(e) the facts relied on and

(f) written evidence relied on, including any written witness statement, and where necessary an
indication of any further evidence which will be offered in support.

Rule 43 — Language of the Statement for revocation

1. The Statement for revocation shall be drawn up in the language in which the patent was
granted.

2. Where the parties have agreed [to bring the action before a regional division or a local
division] in accordance with Article 15a(6) of the Agreement, the Statement for revocation shall
be drawn up in one of the languages of the regional division or local division concerned.

3. Rule 12(2) and (3) shall apply mutatis mutandis.

Relation with draft Agreement: Article 29

Rule 44 — Fee for the revocation action

The plaintiff shall pay the fee for the revocation action. Proof of payment of the fee shall be
provided together with the Statement for revocation. Rule 13(2) shall apply mutatis mutandis.

Relation with draft Agreement: Articles 43, 44

Rule 14 on Examination as to formal requirements of the Statement for claim shall apply
mutatis mutandis
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Rule 46 — Recording in the Register (Court of First Instance, revocation action)
1. Rule 15(1)(a) to (c) and (2) shall apply mutatis mutandis.

2. The Registry shall, in accordance with the business distribution scheme, assign the case to a
panel

(a) of the central division or

(b) where the parties have agreed [to bring the action before a local division or a regional
division] in accordance with Article 15a(6) of the Agreement, to a panel of the local division or
the regional division concerned.

Relation with draft Agreement: Articles 8 and 15a

Rule 16 on Designation of judge-rapporteur shall apply mutatis mutandis
Rules 17, 18 and 19 on Procedure when the defendant raises a Preliminary objection shall
apply mutatis mutandis

DEFENCE TO REVOCATION

Rule 50 — Lodging of the Defence to revocation

1. The defendant shall lodge a Defence to revocation within four months of service of the
Statement for revocation. The period [may / shall] be extended by the judge-rapporteur on a
reasoned request by the defendant.

2. The Defence to revocation may include
(a) a Request to amend the claims and
(b) a Counterclaim for infringement.
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Rule 51 — Contents of the Defence to revocation

1. The Defence to revocation shall contain:
(a) particulars in accordance with Rule 21(a) to (d) and
(b) submissions in accordance with Rule 21(e) to (Q).

2. Any Request to amend the claims shall contain submissions in accordance with Rule 29(1).
Rule 29(2) shall apply.

3. Any Counterclaim for infringement shall contain submissions in accordance with Rule 11(h)
(k).

Rule 52 — Fee for the Request to amend the claims and the Counterclaim for infringement
1. The defendant shall pay the fee for the Request to amend the claims and the fee for the

Counterclaim for infringement. Proof of payment of the fee shall be provided together with the
Defence to revocation. Rule 13(2) shall apply mutatis mutandis.

to

Rule 24 on Further schedule shall apply mutatis mutandis

REPLY TO THE REQUEST TO AMEND THE CLAIMS AND REPLY TO THE COUNTERCLAIM FOR
INFRINGEMENT

Rule 30 on Lodging of the Rejoinder to the request to amend the claims shall apply mutatis
mutandis

Rule 56 — Lodging of the Reply to the counterclaim for infringement

1. Within two months of service of a Counterclaim for infringement, the plaintiff may lodge a

Reply to the counterclaim for infringement. The period may be extended by the judge-rapporteur

on a reasoned request by the plaintiff.

2. Where appropriate in view of the submissions of the defendant [in the Counterclaim for
revocation], the Reply may contain submissions in accordance with Rule 21(e) to (g).

| Rule 31 on Further exchanges of written pleadings shall apply
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SECTION 3-ACTION FOR DECLARATION OF NON-INFRINGEMENT

Rule 60 — Declaration of non-infringement

A declaration that the performance of a specific act does not, or a proposed act would not,
constitute an infringement of a patent may be made by the Court in proceedings between the
person doing or proposing to do the act and the patent proprietor, notwithstanding that no
assertion to the contrary has been made by the proprietor, if it is shown

(a) that that person has applied in writing to the proprietor for a written acknowledgment to the
effect of the declaration claimed, and has furnished him with full particulars in writing of the act
in question and

(b) that the proprietor has refused or failed to give any such acknowledgment.

Rule 61 — Exchange of written pleadings (action for declaration of non-infringement)

1. The written procedure shall consist of

(a) the lodging of a Statement for a declaration of non-infringement (by the plaintiff) [Rule 62]
and

(b) the lodging of a Defence to the declaration of non-infringement (by the defendant) [Rules 65-
66].

2. The Defence to the declaration of non-infringement may include a Counterclaim for
infringement.

3. If a Counterclaim for infringement is lodged, the plaintiff may lodge a Reply to the
counterclaim for infringement.

4. Rule 10(5) shall apply.

Rule 62 — Contents of the Statement for a declaration of non-infringement

1. The plaintiff shall lodge a Statement for a declaration of non-infringement shall contain

(a) particulars in accordance with Rule 11(a) to (f),

(b) where the parties have agreed [to bring the action before a local division or a regional
division] in accordance with Article 15a(6) of the Agreement, an indication of the division which
shall have jurisdiction accompanied by evidence of the parties' agreement,

(c) the nature of the order or the remedy sought by the plaintiff,

(d) the reasons why the performance of a specific act does not, or a proposed act would not,
constitute an infringement of a patent, which may include arguments of law,

(e) the facts relied on and

(f) written evidence relied on, including any written witness statement, and where necessary an
indication of any further evidence which will be offered in support.
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Rules 43, 44, 45, 46 and 47 on Statement for revocation shall apply mutatis mutandis

Rule 14 on Examination as to formal requirements of the Statement for claim shall apply
mutatis mutandis

Rules 17, 18 and 19 on Procedure when the defendant raises a Preliminary objection shall
apply mutatis mutandis

Rule 65 — Lodging of the Defence to the declaration of non-infringement

The defendant shall lodge a Defence to the declaration of non-infringement within three months
of service of the Statement for a declaration of non-infringement. The period may be extended by
the judge-rapporteur on a reasoned request by the defendant.

Rule 66 — Contents of the Defence to the declaration of non-infringement

1. The Defence to the declaration of non-infringement shall contain:

(a) particulars in accordance with Rule 21(a) to (d) and

(b) submissions in accordance with Rule 21(e) to (9).

2. Where the Defence to the declaration of non-infringement include a Counterclaim for
infringement, it shall contain submissions in accordance with Rule 11(h) to (k).

Rule 67 — Fee for the Counterclaim for infringement

The defendant shall pay the fee for the Counterclaim for infringement. Proof of payment of the

fee shall be provided together with the Defence to the declaration of non-infringement.
Rule 13(2) shall apply mutatis mutandis.

Rule 24 on Further schedule shall apply mutatis mutandis

Rule 56 on Lodging of the Reply to the counterclaim for infringement shall apply mutatis
mutandis

Rule 31 on Further exchanges of written pleadings shall apply
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SECTION 4 - ACTION RELATING TO THE USE OF THE INVENTION PRIOR TO
THE GRANTING OF THE PATENT OR TO THE RIGHT BASED ON PRIOR USE OF
THE PATENT

[to be developed]

SECTION 5 - ACTION FOR THE GRANT OR REVOCATION OF A COMPULSORY
LICENCE IN RESPECT OF A COMMUNITY PATENT

Rule 80 — Action to be directed against the patent proprietor

In any action for the grant or revocation of a compulsory licence in respect of a Community
patent, the proprietor of the patent shall be party to the proceedings.

ACTION FOR THE GRANT OF A COMPULSORY LICENCE IN RESPECT OF A COMMUNITY PATENT
[ex parte]

[to be developed]

ACTION FOR THE REVOCATION OF A COMPULSORY LICENCE IN RESPECT OF A COMMUNITY
PATENT [inter partes]

[to be developed]

SECTION 6 — ACTION ON COMPENSATION FOR LICENCES WITHIN THE
MEANING OF [ARTICLE 20, PARAGRAPH 1] OF COUNCIL REGULATION (EC) NO
... ON THE COMMUNITY PATENT

[to be developed]

28



CHAPTER 2 - INTERIM PROCEDURE

Rule 101 — Role of the judge-rapporteur (Case management)

1. During the interim procedure, the judge-rapporteur shall make all necessary preparations for
the oral hearing. He may in particular

(@) hold an interim conference with the parties and

(b) order the exchange of pleadings within time periods to be specified.

2. The judge-rapporteur shall have all authority to ensure fair, orderly and efficient interim
procedure.

3. Without prejudice to the principle of proportionality, the judge-rapporteur shall endeavour to
complete the interim procedure within two months.

Relation with draft Agreement: Articles 24 and 32(2)

Rule 102 — Referral to the panel
1. The judge-rapporteur may refer any matter to the panel for decision.

2. Any party may request that a decision or order of the judge-rapporteur be referred to the panel
for an early review. Pending review, the decision or order of the judge-rapporteur shall be
effective.

Rule 103 — Preparation for the interim conference

Before the interim conference, the judge-rapporteur may order the parties, within periods to be
specified, to

(@) provide further clarification on specific points,

(b) answer specific questions,

(c) produce evidence or

(d) lodge specific documents.
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INTERIM CONFERENCE

Rule 104 — Aim of the interim conference

The interim conference shall enable the judge-rapporteur to

(a) identify main issues and determine which relevant facts are in dispute,

(b) where necessary, clarify the position of the parties as regards those issues and facts,

(c) establish a schedule for the further progress of the proceedings,

(d) explore with the parties the possibilities to settle the dispute or to make use of the facilities of
the Patent Mediation and Arbitration Centre,

(e) where necessary, issue orders regarding production of documents, experts, experiments or
inspections,

(f) where appropriate, hold preparatory discussions with witnesses and experts with a view to
properly prepare for the oral hearing and

(g) make any other decision or order as he deems necessary for the preparation of the oral
hearing.

Relation with draft Agreement: Articles 17(3) and 32(2)

Rule 105 — Telephone conference and video conference

1. The interim conference shall be held by telephone conference or by video conference.

2. On request by a party and subject to the approval of the judge-rapporteur, the interim
conference may be held in Court.

Rule 106 — Recording of the interim conference

1. The interim conference shall be [audio / video] recorded, in accordance with the Practice
Directions. The recording shall be made publicly available after the hearing, subject to

paragraph 3.

2. An audience sheet shall be drawn up by the Registry in accordance with the Instructions to the
Registrar [particulars regarding date, duration, persons attending].

3. After hearing the parties, the judge-rapporteur may order that the recording or parts thereof be
kept confidential in the interest of the parties, other affected persons, public security, justice or
public order.

Relation with draft Agreement: Articles 25, 26

30



PREPARATION FOR THE ORAL HEARING

Rule 107 — Further instruction

1. After the interim conference, the judge-rapporteur shall examine whether the state of
preparation of the file is adequate, including where appropriate ensure that

(a) the parties have complied with orders made and

(b) the evidence produced is as complete as necessary for the efficient conduct of the oral
hearing.

2. The judge-rapporteur shall set the dates and periods for any further procedural steps as soon as
possible, including where appropriate set a date within which the parties may lodge final written
submissions.

Rule 108 — Summons to the oral hearing

1. The judge-rapporteur shall summon the parties to the oral hearing [which shall take place on
the date set under Rule 24(1)(b)]. At least two months' notice of the summons shall be given,
unless the parties agree to a shorter period.

2. The Practice Directions shall lay down rules on rescheduling an oral hearing [including listing
the serious reasons which may justify a rescheduling].

Rule 109 — Closure of the interim procedure in view of the oral hearing

1. As soon as the judge-rapporteur decides that the interim procedure is completed, he shall
inform the presiding judge and the parties that the debate is declared closed in view of the oral

hearing.

2. The presiding judge shall take over the management of the case.
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CHAPTER 3 - ORAL PROCEDURE

Rule 112 — Role of the presiding judge (Case management)

The presiding judge shall

(a) have all authority to ensure fair, orderly and efficient oral procedure and

(b) ensure that the case is ready for decision at the end of the oral hearing.

Rule 113 — Conduct of the oral hearing

1. The oral hearing shall be held before the panel and shall be directed by the presiding judge.

2. The oral hearing shall consist of

(a) the hearing of the parties' oral submissions and

(b) if necessary and under the control of the presiding judge, the hearing of witnesses and experts,

including where appropriate questioning by one party of the other party's witnesses and experts.

3. The presiding judge and the judges of the panel may in the course of the oral hearing put
questions to the parties, to the parties' representatives and to any witness or expert.

Relation with draft Agreement: Article 33(1)(a)

Rule 114 — Duration of the oral hearing

1. Without prejudice to the principle of proportionality, the presiding judge shall endeavour to
complete the oral hearing within one day. The presiding judge may set time limits for parties' oral
submissions in advance of the oral hearing, in accordance with the Practice Directions.

2. Oral testimony at the oral hearing shall be limited to issues identified by the judge-rapporteur
or the presiding judge as having to be decided by oral evidence.

3. The presiding judge may, after consulting the panel, limit a party's oral submissions if the
panel is sufficiently informed.
Rule 115 — Adjournment where the Court considers that further evidence is required

In exceptional cases, the Court may, after hearing the parties' oral submissions, decide to adjourn
proceedings and call for further evidence.
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Rule 116 — Recording of the oral hearing

The oral hearing shall be [audio / video] recorded, in accordance with the Practice Directions.
Rule 106 shall apply mutatis mutandis.

Relation with draft Agreement: Article 26

Rule 117 — Absence of a party from the oral hearing

1. A party which does not wish to be present at the oral hearing shall inform the Registry in good
time. Where both parties have informed the Registry that they do not wish to be present at the
oral hearing, the Court may decide the case in accordance with Rule <on Decision in written
proceedings>.

2. The Court shall not be obliged to delay any step in the procedure, including its decision, by
reason only of the absence of a party from the oral hearing.

3. A party absent from the oral hearing shall be treated as relying only on its written case and not
wishing to contest any new statement of fact that the other party may be allowed to make at the
oral hearing.

4. If due to an exceptional occurrence a party is prevented from attending the oral hearing, it shall
immediately inform the Registry. The Court shall decide whether adjournment of the oral hearing
is justified.

Rule 118 — Decision

The decision of the Court shall be given in writing as soon as possible after the closure of the oral
hearing. The Court shall endeavour to give its decision in writing within six weeks of the oral

hearing.

Relation with draft Agreement: Article 50
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CHAPTER 4 - PROCEDURE FOR THE AWARD OF DAMAGES

Relation with draft Agreement: Article 41

Rule 125 — Separate proceedings for the award of damages

1. The award of damages to the successful party shall be the subject of separate proceedings
following the decision on the merits.

2. In exceptional cases, the Court may order an interim award of damages to the successful party
in the decision on the merits, subject to any conditions that the Court may order.

[VRZ]

Rule 126 — Commencement of proceedings for the award of damages

Where the successful party (hereinafter "the applicant™) wishes to claim damages, it shall within
one month of service of the decision on the merits lodge

(@) an Application for the award of damages or

(b) a Request to lay open books.

The period may be extended by the Registry on a reasoned request by the applicant.

SECTION 1 - APPLICATION FOR THE AWARD OF DAMAGES

Rule 131 — Contents of the Application for the award of damages

The Application for the award of damages shall contain

(a) particulars in accordance with Rule 11(a) to (d),

(b) the date of the decision on the merits and the case number of the file,

(c) the kind of redress requested by the applicant,

(d) the facts relied on, in particular calculations concerning lost profits or profits made by the
unsuccessful party and

(e) an indication of the evidence offered in support.
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Rule 132 — Examination as to formal requirements of the Application for the award of
damages

1. The Registry shall, within three working days of lodging of the Application for the award of
damages, examine whether the requirements of Rules 126 and 131(a) to (c) have been complied
with.

2. If the Application for the award of damages does not comply with the requirements referred to
in paragraph 1, the Registry shall invite the applicant to correct the deficiencies noted within a
period to be specified.

3. Rule 14(2) shall apply mutatis mutandis.

Rule 133 — Recording in the Register (procedure for the award of damages)

If the requirements referred to in Rule 132(1) have been complied with, the Registry shall
immediately, in accordance with the Instructions to the Registrar,

(a) attribute a date of receipt to the Application for the award of damages,

(b) record the file in the Register,

(c) inform the applicant of the date of receipt and

(d) inform the panel which has given the decision on the merits that an Application for the award
of damages has been lodged.

Rule 134 — Reply of the unsuccessful party

1. If the unsuccessful party accepts the claim made in the Application for the award of damages,
it shall inform the Registry who shall present a Report on damages to the judge-rapporteur. The
judge-rapporteur shall make the order for the award of damages in accordance with the
Application for the award of damages.

2. If the unsuccessful party contests the claim made in the Application for the award of damages

[or any part of it], it shall within one month of service of the Application for the award of
damages lodge a Defence to the application for the award of damages.
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Rule 135 — Contents of the Defence to the application for the award of damages

The Defence to the Application for the award of damages shall contain

(a) the names of the unsuccessful party and of that party's representative,

(b) postal and electronic addresses for service on the unsuccessful party and the names of the
persons authorised to accept service,

(c) the case number attributed to the file,

(d) the reasons why the Application for the award of damages is contested,

(e) the facts relied on and

(f) written evidence relied on.

Rule 136 — Further procedure (Application for the award of damages)

1. The judge who took part as judge-rapporteur in the proceedings of the panel which has given
the decision on the merits may order further exchange of written pleadings within periods to be
specified.

2. The provisions of Part 1, Chapters 2 (Interim procedure) and 3 (Oral procedure) shall apply
mutatis mutandis [with a reduced timetable].

SECTION 2 - REQUEST TO LAY OPEN BOOKS

Rule 141 — Contents of the Request to lay open books

The Request to lay open books shall contain

(a) particulars in accordance with Rule 131(a) and (b),

(b) a description of the information held by the unsuccessful party to which the applicant requests
access, in particular accounts, bank documents and any related document concerning the
infringement,

(c) the reasons why the applicant party needs access to this information,

(d) the facts relied on and

(e) an indication of the evidence offered in support.

Rule 132 on Examination as to formal requirements of the Application for the award of
damages shall apply mutatis mutandis

Rule 133 on Recording in the Register (Court of First Instance, procedure for the award of
damages) shall apply mutatis mutandis
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Rule 142 — Reply of the unsuccessful party

1. If the unsuccessful party accepts the Request to lay open books, it shall inform the Registry
which shall present a Report on laying open books to the judge-rapporteur. The judge-rapporteur
shall make the order to lay open books in accordance with the Request to lay open books.

2. If the unsuccessful party contests the Request to lay open books or any part of it, it shall within
one month of service of the Request to lay open books lodge a Defence to the request to lay open
books.

Rule 135 on Contents of the Defence to the application for the award damages shall apply
mutatis mutandis

Rule 136 on Further procedure (Application for the award damages) shall apply mutatis
mutandis

Rule 143 — Decision on the Request to lay open books

1. Where the Request to lay open books is allowable, the Court shall

(a) order the unsuccessful party to open his books to the applicant within a period to be specified
and

(b) inform the applicant and specify a period within which an Application for the award damages
may be lodged.

2. Where the Request to lay open books is not allowable, the Court shall inform the applicant and
specify a period within which an Application for the award of damages may be lodged.
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CHAPTER 5 - PROCEDURE FOR COST ORDER

Relation with draft Agreement: Article 42

Rule 150 — Separate proceedings for cost order

1. A cost order shall be the subject of separate proceedings following the decision on the merits.

2. In exceptional cases, the Court may order an interim award of costs to the successful party in
the decision on the merits, subject to any conditions that the Court may decide.

Rule 151 — Commencement of proceedings for cost order
Where the successful party wishes to seek a cost order, it shall lodge an Application for cost

order within one month of service of the decision on the merits.

[to be developed]
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PART 2 - EVIDENCE

Relation with draft Agreement: Article 33

Rule 170 — Means of evidence and means of obtaining evidence

1. In proceedings before the Court, the means of evidence shall include the following:

(a) written evidence, whether printed, hand-written or drawn, in particular documents, written
witness statements, plans, drawings, photographs;

(b) physical objects, in particular devices, products, embodiments, exhibits, models;

(c) expert reports and reports on experiments carried out for the purpose of the proceedings;
(d) electronic files and audio / video recordings.

2. Means of obtaining evidence shall include the following:
(@) hearing of the parties;

(b) summoning and hearing of witnesses;

(c) appointing and hearing of experts;

(d) ordering a party or a third party to produce evidence;
(e) ordering inspection of a place or a physical object;

(f) ordering measures to preserve evidence.

Rule 171 — Offering of evidence

1. A party making a statement of fact that is contested or contestable by the other party has to
indicate the means of evidence to prove it. In case of failure to indicate the means of evidence,
the Court may disregard such statement of fact.

2. A statement of fact that is not contested by any party shall be held to be true between the
parties.

Rule 172 — Duty to produce evidence

1. Evidence available to a party regarding a statement of fact that is contested or contestable by
the other party must be produced by the party making that statement of fact.

2. The Court may at any time during the proceedings order a party making a statement of fact to

produce evidence that lies in the control of that party. If the party fails to produce the evidence,
the Court shall take account of this fact in taking its decision on the merits of the case.
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CHAPTER 1 - WITNESSES

Rule 175 — Written witness statement
1. A party seeking to offer witness evidence shall lodge a written witness statement.

2. A written witness statement shall be signed by the witness and shall include a statement of the
witness that he is aware of his obligation to tell the truth and of his liability under applicable
national law in the event of any breach of this obligation.

Rule 176 — Application for the hearing of a witness in person

Where a party seeking to offer witness evidence cannot obtain a written witness statement or
wishes that the Court hear the witness in person, it shall lodge an Application for the hearing of a
witness in person which shall set out

(a) the reasons why the witness shall be heard in person and

(b) the facts which the party expects the witness to confirm.

Rule 177 — Power to disregard offer of witness evidence

If a party does not lodge a written witness statement or an Application for the hearing of a
witness in person, the Court may disregard the offer of witness evidence.

Rule 178 — Summoning of witnesses to the oral hearing

1. The Court may order that a witness be heard in person

(a) of its own motion, in particular where a written witness statement is challenged by the other
party or

(b) on Application for the hearing of a witness in person [Rule 176], in particular where a written
witness statement has not been obtained from the witness.

2. An order of the Court summoning a witness to the oral hearing shall in particular indicate
(a) the name, address and description of the witness;

(b) the date and place of the oral hearing;

(c) an indication of the facts of the case about which the witness is to be examined;

(d) details of the reimbursement of expenses incurred by the witness and

(e) details on the sanctions which may be imposed on a defaulting witness.
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Rule 179 — Hearing of witnesses

1. After the identity of the witness has been established and before hearing his evidence, the
presiding judge shall inform the witness that he is required to take the following oath:

"I swear that I shall tell the truth, the whole truth and nothing but the truth.”
The Court may, after hearing the parties, exempt a witness from taking the oath.
2. The witness shall give his evidence to the Court.

3. The hearing of a witness who has signed a written witness statement shall begin with the
confirmation of the evidence given therein. The witness may elaborate on the evidence contained
in his written witness statement.

4. The presiding judge and the judges of the panel may put questions to the witness.

5. Under the control of the presiding judge, the representatives of the parties may put questions to
the witness. The presiding judge may decide that a certain question is not admissible and does not
need to be answered by the witness.

6. The Court may allow a witness to give evidence through electronic means, such as video
conference. Paragraphs 1 to 5 shall apply.

Rule 180 — Duties of witnesses
1. Witnesses who have been duly summoned shall obey the summons and attend the oral hearing.

2. Without prejudice to paragraph 3, if a witness who has been duly summoned fails to appear
before the Court or refuses to give evidence or to take the oath, the Court may impose upon him a
pecuniary sanction not exceeding EUR 5000 and may order that a further summons be served at
the witness's own expense.

[3. Nobody shall be obliged to sign a written witness statement or to give evidence at an oral
hearing if he/she is a spouse, partner equal to a spouse under applicable national law, descendant,
sibling or parent of a party. A witness may also refuse to answer questions if answering them
would violate a professional secret or expose him or his spouse, partner equal to a spouse under
applicable national law, descendant, sibling or parent to criminal prosecution under applicable
national law.]

[4. The Court may decide to report to the competent authorities of Contracting States whose
courts have criminal jurisdiction in case of perjury on the part of a witness.]
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Rule 181 — Reimbursement of expenses of witnesses

1. A witness shall be entitled to reimbursement of

(a) expenses for travelling and stay and

(b) loss of income caused by his hearing in person.

After the witness has carried out his duties and upon his request, the Registry shall make a
payment to the witness towards the expenses incurred.

2. Where a party has lodged an Application for the hearing of a witness in person, the Court shall
make the summoning of the witness conditional upon the deposit of a sum sufficient to cover the
costs referred to in paragraph 1.

3. Where the Court orders of its own motion that a witness be heard in person, the funds
necessary shall be provided by the Court.
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CHAPTER 2 - EXPERTS

Rule 185 — Appointment of court experts

1. Where the Court must resolve a specific technical question in relation to the case, it may
appoint a court expert in accordance with Article 36 of the Agreement.

2. The parties may make suggestions regarding the identity of the court expert, his technical
background and the questions to be put to him. The parties shall endeavour to agree on the
identity of the court expert to be appointed by the Court.

3. The court expert shall answer only to the Court and shall possess the independence and
impartiality required for being appointed as court expert.

4. The Court shall appoint a court expert by way of order which shall in particular indicate

(a) the name and address of the expert appointed,

(b) a short description of the facts of the case,

(c) the questions put to the expert, with the appropriate level of detail,

(d) when and under what conditions the expert may receive other necessary information to give
his expert advice,

(e) the deadline for the presentation of the expert report,

() details of the reimbursement of expenses incurred by the expert and

(g) details of the sanctions which may be imposed on a defaulting expert.

5. The expert shall receive a copy of the order, together with the documents that the Court
considers to be necessary for carrying out his task.

6. If an appointed court expert does not present his report within the period specified by the

Court, the Court may appoint another expert in his place, without prejudice to the liability of the
first expert for costs being made.

43



Rule 186 — Duties of court experts

1. The court expert shall be under the supervision of the Court and shall inform the Court of his
progress in carrying out his task.

2. The court expert shall give expert advice only on questions which have been put to him.

3. On a reasoned request by a party, the Court may allow the parties to present to the court expert
their explanations on the technical questions dealt with by the court expert.

4. The court expert shall present a preliminary report to the parties who shall be invited to
comment on it. In the final report to be presented to the Court, the court expert shall endeavour to
address the comments of the parties.

5. Once the final report of the court expert has been presented to the Court, the Court shall invite
the parties to comment on it either in writing or during the oral hearing.

Rule 187 — Hearing of court experts

Rules 179, 180 and 181 shall apply mutatis mutandis in cases where a court expert is summoned
to be heard in person in the oral hearing.

Rule 188 — Expert evidence provided by the parties

Any party may provide any expert evidence that it considers necessary.
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CHAPTER 3 - ORDERS TO PRODUCE EVIDENCE, ORDERS FOR INSPECTION,
ORDERS TO PRESERVE EVIDENCE

ORDERS TO PRODUCE EVIDENCE

Rule 190 — Order to produce evidence

1. Where a party has presented reasonably available evidence sufficient to support his claims and
has, in substantiating those claims, specified evidence which lies in the control of the opposing
party or a third party, the Court may, subject to the protection of confidential information, order
that party to produce such evidence.

2. An order to produce evidence shall in particular specify

(@) under which conditions, in what form and within what period the production of evidence shall
take place and

(b) any sanction which may be imposed if production of evidence does not take place according
to the order.

3. Where the Court orders a third party to produce evidence, the interests of that third party shall
be duly taken into account.

4. If an opposing party fails to produce evidence as requested by the Court in its order, the Court
shall take account of this fact in taking its decision on the merits.

[Article 35(1) draft Agreement] [Article 6 (1) Directive 2004/48/EC; Article 43(1) TRIPS]
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ORDERS FOR INSPECTION

Rule 191 — Order for inspection

1. Subject to the protection of confidential information, the Court may, either of its own motion
or on a reasoned request by a party, order an inspection of products, devices, methods or local
situations in situ at any time during the proceedings.

2. Where the Court orders an inspection at the premises of a third party, the interests of that third
party shall be duly taken into account.

3. The date and time for an inspection shall be determined in an order of the Court taking into
account the views of the parties.

4. The Court may decide to have
(a) copies made from documents,
(b) photographs taken,

(c) samples or specimens taken and
(d) audio or video recordings made.

5. The Court shall appoint a court expert to conduct an inspection in accordance with Rule 185.

6. An order for inspection shall in particular indicate:

(a) the date, time and place of the inspection;

(b) the name of the court expert appointed to conduct the inspection;

(c) the products, devices, methods or local situations to be inspected,

(d) where appropriate, the names of the representatives of the parties [who may be present at the
inspection];

(e) the deadline for the court expert to present his report on the inspection.

[7. In cases where it is necessary and allowed under the applicable national law, a bailiff shall be
present at the inspection.]
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ORDERS TO PRESERVE EVIDENCE

Rule 192 — Application for preserving evidence

1. An Application for preserving evidence shall be lodged by the party requesting such measures
(hereinafter "the applicant") and shall comply with the requirements of Rule 11(a) to (g).

2. An Application for preserving evidence shall in addition contain

(a) a concise description of the action pending or going to be brought before the Court,

(b) the facts on which the applicant is relying,

(c) evidence to support the claim that the patent right has been infringed or is about to be
infringed and that prompt measures are needed to preserve relevant evidence and

(d) a clear indication of the measures requested, including the exact location of the evidence to be
preserved.

3. In cases where an applicant requests measures to preserve evidence to be ordered without
hearing the defendant (ex parte), the Application for preserving evidence shall in addition contain
(a) reasons for the request to order measures to preserve evidence without hearing the defendant
and

(b) information on pending related cases in other jurisdictions.

4. The applicant shall pay the fee for the Application for preserving evidence. Proof of payment
shall be provided together with the Application for preserving evidence.

[Article 35a(2) draft Agreement; Article 7 Directive 2004/48/EC; EPLA RoP §154]

Rule 193 — Appointment of a panel or a single judge

1. In cases where proceedings on the merits of the case are already pending before the Court, an
Application for preserving evidence shall be immediately forwarded to the panel to which the

case has been assigned. In urgent cases, the decision on the Application for preserving evidence
may be taken by the presiding judge or by one of the judges of the panel, acting as single judge.

2. In cases where proceedings on the merits of the case have not yet been commenced before the
Court, the case shall, immediately after the receipt of the Application for preserving evidence, be
assigned to a panel in accordance with Rule 15(1)(d). In urgent cases, the presiding judge or an
experienced judge of the panel, acting as single judge, shall decide on the Application.

3. The single judge deciding on an Application for preserving evidence shall have all necessary
powers of the Court.

[Article 6(7) draft Agreement, EPLA RoP §124+127, VR2]
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Rule 194 — Examination of the Application for preserving evidence

1. The Court shall first ascertain the admissibility of the Application for preserving evidence in
accordance with Rule 192.

2. Without prejudicing the outcome of the requested measures to preserve evidence and subject to
the protection of confidential information, the Court shall have the discretion to decide whether to
(a) inform the defendant about the Application for preserving evidence and the period for lodging
a Statement of defence,

(b) convene an oral hearing of the parties,

(c) convene an oral hearing without the presence of the defendant or

(d) immediately proceed with the decision on the Application for preserving evidence.

3. In exercising discretion, the Court shall take into account

(a) the urgency of the case,

(b) whether the applicant has requested measures to preserve evidence to be granted without
hearing the defendant (ex parte), and

(c) the probability that evidence may be destroyed.

[VR2, EPLA RoP §155]

Rule 195 — Oral hearing of the parties

1. In cases where the Court decides to convene an oral hearing of the parties, the Court shall set
and immediately inform the parties of the date, time and place of an oral hearing. The Court shall
endeavour to set the date of the oral hearing as soon as possible after the date of receipt of the
Application for preserving evidence.

2. Rules 112 to 117 shall apply mutatis mutandis to an oral hearing of the parties convened on the
basis of the Application for preserving evidence. Where the applicant is absent from the oral
hearing, the Court shall reject the Application for preserving evidence.

3. Part 2 on Evidence shall be applicable only to the extent determined by the Court.

4. The decision of the Court shall be given in writing as soon as possible after the closure of the
oral hearing convened on the basis of the Application for preserving evidence. If the Court deems
appropriate, its decision may be given orally to the parties at the end of the oral hearing.

[Article 37(4) draft Agreement] [EPLA RoP §131-133, VR2]
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Rule 196 — Decision on the Application for preserving evidence

1. The Court may in particular decide to order the following:

(a) preserving evidence by detailed description, with or without the taking of samples;

(b) physical seizure of the infringing goods;

(c) physical seizure of the materials and implements used in the production and/or distribution of
these goods and any related document.

2. The decision on preserving evidence shall specify that, unless otherwise ordered by the Court,
the outcome of this measure may only be used in the proceedings on the merits of the case.

3. The decision on preserving evidence shall be enforceable immediately, unless the Court
decides otherwise. The Court may also set conditions to the enforceability of the decision,
indicating in particular who may represent the applicant requesting measures to preserve
evidence and under what conditions. If necessary, the Court may indicate penalties applicable to
the applicant if these conditions are not observed.

4. The decision on preserving evidence shall specify a person who shall carry out the measures to
preserve evidence. This person may be a judge of the Court or any other official who guarantees
independence and impartiality. In cases where it is necessary and allowed under the applicable
national law, the Court may order that a bailiff be present at the inspection.

5. The decision on preserving evidence shall indicate that an appeal may be lodged in accordance
with Acrticle 45 of the Agreement.

[Article 35a(1)-(3) draft Agreement; Article 7 Directive 2004/48/EC;EPLA RoP §134+135;
VR2]

Rule 197 — Decision on preserving evidence without hearing the defendant (ex parte)

1. The Court may order measures to preserve evidence without the defendant having been heard
(ex parte) in cases where any delay is likely to cause irreparable harm to the proprietor of the
patent or where there is a demonstrable risk of evidence being destroyed.

2. Where measures to preserve evidence are ordered without the defendant having been heard,
Rule 195 shall not apply. In such cases, the defendant shall be given notice, without delay and at
the latest immediately after the execution of the measures. A review, including a right to be
heard, shall take place upon request of the defendant with a view to decide, within a reasonable
period after the notification of the measures, whether the measures shall be modified, revoked or
confirmed.

[Article 37(5) draft Agreement; Article 7 Directive 2004/48/EC]
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Rule 198 — Revocation of measures to preserve evidence

1. The Court shall ensure that the measures to preserve evidence are revoked or otherwise cease
to have effect, upon request of the defendant, without prejudice to the damages which may be
claimed, if, within a period not exceeding 31 calendar days, the applicant does not initiate before
the Court proceedings on the merits of the case.

2. Where the measures to preserve evidence are revoked, or where they lapse due to any act or
omission by the applicant, or where it is subsequently found that there has been no infringement
or threat of infringement of the patent right, the Court may order the applicant, upon request of
the defendant, to provide the defendant appropriate compensation for any injury caused by those
measures.

3. If requested by the defendant, the Court may also order the applicant to provide adequate
security for the legal costs and other expenses incurred by the defendant which the applicant may
be liable to bear. The Court shall decide whether it is appropriate to order the security by deposit
or bank guarantee.

[Article 37(6) and (7) draft Agreement; Article 7 Directive 2004/48/EC]
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CHAPTER 4 - OTHER EVIDENCE

Rule 199 — Experiments

1. Without prejudice to the possibility for the parties to carry out experiments, the Court may, on
a reasoned request by a party, order an experiment to prove a statement of fact for the purpose of
the proceedings before the Court.

2. The party requesting to be allowed to prove a statement of fact by means of experiments shall
lodge a Request to carry out experiments which shall

(a) describe the proposed experiments,

(b) propose an expert to carry out such experiments and

(c) disclose any previous attempts to carry out analogous experiments.

3. Other parties to the proceedings shall be invited to comment on the Request, including the
identity of the expert proposed.

4. The party requesting experiments shall initially bear the costs of the experiment.

5. The order of the Court allowing the experiments shall indicate in particular
(a) the name and address of the expert who is to carry out the experiments,
(b) the period for carrying out the experiments,

(c) the contents of the report on the experiment,

(d) where applicable, the exact time and place of the experiment,

(e) if necessary, other conditions for carrying out an experiment.

6. The experiments shall be carried out in the presence of the parties or their representatives.

7. Once the report on the experiments is presented to the Court, it shall invite the parties to
comment on it either in writing or during the oral hearing.
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Rule 200 — Letters rogatory

1. The Court may, on application by a party or of its own motion, issue letters rogatory for the
hearing of witnesses by other competent courts or authorities.

2. The Court shall draw draw up letters rogatory in the language of the competent court or
authority or shall attach to such letters a translation into that language.

3. Subject to paragraphs 4 and 5, the competent court or authority shall apply national law as to
the procedures to be followed in executing such requests and, in particular, as to the appropriate
measures of compulsion.

4. The Court shall be informed of the time when, and the place where, the enquiry or other legal
measure is to take place. It may inform the parties, witnesses and experts concerned.

[Council Regulation No 1206/2001 of 28 May 2001 on co-operation between the courts of the
Member States in the taking of evidence in civil or commercial matters]
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PART 3 - PROVISIONAL MEASURES

[Article 35a, 35b and 37 draft Agreement]

Rule 201 — Application for provisional measures

1. An Application for provisional measures shall be lodged by the party requesting such measures
(hereinafter "the applicant") and shall comply with the requirements of Rule 11(a) to (g).

2. An Application for provisional measures shall in addition contain

(a) a concise description of the action pending or going to be brought before the Court,

(b) the facts on which the applicant is relying,

(c) evidence to support the claim that provisional measures are necessary to prevent an
impending infringement, to forbid the continuation of the alleged infringement or to make such
continuation subject to the lodging of guarantees and

(d) a clear indication which provisional measures are being requested.

3. In cases where an applicant requests provisional measures to be ordered without hearing the
defendant (ex parte), an Application for provisional measures shall in addition contain

(a) reasons for the request to order provisional measures without hearing the defendant,

(b) indication of any prior correspondence between the parties concerning the alleged
infringement and

(c) information on pending related cases in other jurisdictions.

4. An Application for provisional measures shall be lodged within reasonable time of the
discovery of the act against which provisional measures are requested by the applicant.

5. The applicant shall pay the fee for an Application for provisional measures. Proof of payment
shall be provided together with the Application for provisional measures.
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Rule 202 — Protective letter

1. If a person entitled to commence proceedings under Article 27 of the Agreement considers it
likely that an Application for provisional measures against him as a defendant may be lodged
before the Court in the near future, he may file a Protective letter.

2. The Protective letter shall be filed with the Registry and shall contain in particular

(a) the name of the defendant filing the Protective letter [and of the defendant's representative],
(b) the name of the presumed applicant for provisional measures,

(c) postal and electronic addresses for service on the defendant filing the Protective letter and the
names of the persons authorised to accept service,

(d) postal and, where available, electronic addresses for service on the presumed applicant for
provisional measures and the names of the persons authorised to accept service,

(e) where available, the number of the patent concerned,

(f) the statement that the letter is a Protective letter,

(9) the facts relied on, which may include a challenge to the facts expected to be relied on by the
presumed applicant,

(h) any available written evidence relied on and

(1) the arguments of law, including the grounds why any Application for provisional measures
should be rejected.

3. The Registry shall [within one working day] examine whether the requirements of

paragraph 2(a) to (e) have been complied with. If these requirements have been complied with,
the Registry shall immediately [in accordance with the Instructions to the Registrar]

(a) attribute a date of receipt and a number to the Protective letter,

(b) record the Protective letter in the Register and

(c) where an Application for provisional measures has already been lodged, inform the panel or
the single judge deciding upon the Application for provisional measures about the filing of the

Protective letter.

4. 1f no Application for provisional measures has been filed within [3 months] as from the date of
receipt attributed to the Protective letter, the Protective letter shall be removed from the Register.

5. The defendant shall pay the fee for filing of a Protective letter. Proof of payment of the fee
shall be provided together with the Protective letter.

[Expenses incurred by filing a Protective letter should be reimbursable to the defendant under the
cost order referred to in Rules 150 and 151 only if a Protective letter has been filed before the

lodging of the Application for provisional measures and the latter has not been successful
— to be developed in Part 1, Chapter 5.]

[VRZ]
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Rule 203 — Appointment of a panel or a single judge

1. In cases where proceedings on the merits of the case are already pending before the Court, an
Application for provisional measures shall be immediately forwarded to the panel already dealing
with the case. In urgent cases, the decision on an Application for provisional measures may be
taken by the presiding judge or by one of the judges of the panel, acting as single judge.

2. In cases where proceedings on the merits of the case have not yet been commenced before the
Court, the case shall, immediately after the receipt of an Application for provisional measures, be
assigned to a panel in accordance with Rule 15(1)(d). In urgent cases, the presiding judge or an
experienced judge of the panel, acting as single judge, shall decide on the Application.

3. The single judge deciding on an Application for provisional measures shall have all necessary
powers of the Court.

[Article 6(7) draft Agreement, Article 14(3) draft Statute, EPLA RoP §124+127, VR2]

Rule 204 — Examination of the Application for provisional measures

1. The Court shall first ascertain the admissibility of the Application for provisional measures in
accordance with Rule 201, including whether the requirement of lodging the Application for
provisional measures within reasonable time [Rule 201(4)], has been complied with.

2. The Court shall also verify whether any Protective letter relevant for the Application for
provisional measures is recorded in the Register.

3. The Court shall have the discretion to decide whether to

(@) inform the defendant about the Application for provisional measures and invite him to lodge a
Statement of defence within a period to be specified,

(b) convene an oral hearing of the parties,

(c) convene an oral hearing without the presence of the defendant or

(d) immediately proceed with the decision on the Application for provisional measures.

4. In exercising discretion under paragraph 3, the Court shall take into account

(a) the urgency of the case,

(b) whether the applicant has requested provisional measures without hearing the defendant (ex
parte) and

(c) any Protective letter filed by the defendant; the Court shall in particular consider convening an
oral hearing of the parties if a relevant Protective letter has been filed by the defendant.

[EPLA RoP §128+129, VR?2]
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Rule 205 — Convening of an oral hearing of the parties

1. In cases where the Court decides to convene an oral hearing of the parties, the Court shall set
and immediately inform the parties of the date, time and place of an oral hearing. The Court shall
endeavour to set the date of the oral hearing as soon as possible after the date of receipt of the
Application for provisional measures.

2. The Court may order the parties to provide further information, documents and other evidence
before or during the oral hearing, including any reasonable evidence to satisfy the Court with a
sufficient degree of certainty that the applicant is the right-holder, that the patent in question is
valid and that his right is being infringed, or that such infringement is imminent.

[Article 37(4) draft Agreement] [EPLA RoP §130+131, VR2]

Rule 206 — Oral hearing of the parties
1. Rules 112 to 116 shall apply mutatis mutandis to an oral hearing of the parties convened on the
basis of the Application for provisional measures. Where the applicant is absent from the oral

hearing, the Court shall reject the Application for provisional measures. Rule 117 shall apply
mutatis mutandis.

2. Part 2 on Evidence shall be applicable only to the extent determined by the Court.
3. The decision of the Court shall be given in writing as soon as possible after the closure of the
oral hearing convened on the basis of the Application for provisional measures. If the Court

deems appropriate, its decision may be given orally to the parties at the end of the oral hearing.

[EPLA RoP §132+133, VR2]
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Rule 207 — Decision on provisional measures

1. The Court may in particular order the following provisional measures:

(@) injunctions against a defendant or against a third party whose intermediary services are used,;
(b) the seizure or delivery up of the goods suspected of infringing a patent right so as to prevent
their entry into or movement within the channels of commerce;

(c) if an applicant demonstrates circumstances likely to endanger the recovery of damages, a
precautionary seizure of the movable and immovable property of the defendant, including the
blocking of his bank accounts and other assets.

2. In taking its decision on provisional measures, the Court shall have the discretion to weigh up
the interests of the parties and in particular take into account the potential harm for either of the
parties resulting from the ordering or the refusal of a provisional measure.

3. The decision on provisional measures shall be enforceable immediately unless the Court
decides otherwise. The Court may also set conditions to the enforceability of the decision.

4. The decision on provisional measures shall indicate that an appeal may be brought in
accordance with Article 45 of the Agreement.

[Articl 37(2) and (3) draft Agreement] [EPLA RoP §134+135, VR2]

Rule 208 — Decision on provisional measures without hearing the defendant (ex parte)

1. The Court may order provisional measures without the defendant having been heard (ex parte)
in cases where any delay is likely to cause irreparable harm to the proprietor of the patent.

2. Where provisional measures are ordered without the defendant having been heard, Rules 205
and 206 shall not apply. In such cases, the defendant shall be given notice, without delay and at
the latest immediately after the execution of the measures. A review, including a right to be
heard, shall take place upon request of the defendant with a view to decide, within a reasonable
period after the notification of the measures, whether the measures shall be modified, revoked or
confirmed.
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Rule 209 — Revocation of provisional measures

1. The Court shall ensure that provisional measures are revoked or otherwise cease to have effect,
upon request of the defendant, without prejudice to the damages which may be claimed, if, within
a period not exceeding 31 calendar days, the applicant does not initiate before the Court
proceedings on the merits of the case.

2. Where provisional measures are revoked, or where they lapse due to any act or omission by the
applicant, or where it is subsequently found that there has been no infringement or threat of
infringement of the patent right, the Court may order the applicant, upon request of the defendant,
to provide the defendant appropriate compensation for any injury caused by those measures.

3. If requested by the defendant, the Court may also order the applicant to provide adequate
security for the legal costs and other expenses incurred by the defendant which the applicant may
be liable to bear. The Court shall decide whether it is appropriate to order the security by deposit
or bank guarantee.
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PART 4 — PROCEDURE BEFORE THE COURT OF APPEAL

Rule 251 — Appealable decisions

1. An appeal may be brought against

(a) final decisions of the Court of First Instance,

(b) decisions terminating proceedings as regards one of the parties and

(c) decisions or orders referred to in Articles 29(4), 35, 35a, 35b, 37 or 39 of the Agreement.

2. Other decisions or orders may only be appealed together with the final decision, unless the
Court [of Appeal] grants leave to appeal.

Relation with draft Agreement: Article 45(1)

Rule 252 — Application for leave to appeal

1. A party adversely affected by a decision or order referred to in Rule 251(2) may lodge an
Application for leave to appeal within one month of service of the decision or order of the Court
of First Instance.

2. The Application for leave to appeal shall set out

(a) the reasons why the appeal should be heard before the final decision of the Court of First
Instance is given and

(b) where necessary, facts, evidence and arguments relied on.

3. The Registry shall, in accordance with the business distribution scheme, assign the Application
for leave to appeal to a panel which shall decide on the Application in accordance with Rule <on
Decision in written proceedings>.

4. The panel may

(a) grant interlocutory revision if it considers the Application for leave to appeal to be admissible
and well founded,

(b) reject the Application for leave to appeal if it does not consider the Application to be
allowable.

[VR2, ECJ Statute Annex on CST Article 10(3)]
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Rule 253 — Subject-matter of the proceedings before the Court of Appeal

1. Requests, facts, evidence and arguments submitted by the parties under Rules 261, 262 and
281 shall, subject to paragraph 2, constitute the subject-matter of the proceedings before the
Court of Appeal. The Court of Appeal may of its own motion consult the file of the proceedings
before the Court of First Instance.

2. Requests, facts and evidence which have not been submitted by a party during proceedings
before the Court of First Instance may be disregarded by the Court of Appeal.

3. When exercising discretion under paragraph 2, the Court of Appeal shall in particular take into
account

(a) whether a party seeking to lodge new submissions is able to justify that the new submissions
could not reasonably have been lodged during proceedings before the Court of First Instance;

(b) whether the new submissions are highly relevant for the decision on the appeal;

(c) the position of the other party regarding the lodging of the new submissions.

4. The Court may also take into account considerations of proportionality, including
(a) the value and technical complexity of the case,

(b) the societal impact of the decision and

(c) commercial aspects.

Relation with draft Agreement: Article 45(4)
[VR2, Article 114(2) EPC]

CHAPTER 1-WRITTEN PROCEDURE

SECTION 1-STATEMENT OF APPEAL, STATEMENT OF GROUNDS OF APPEAL

Rule 260 — Lodging of the Statement of appeal and of the Statement of the grounds of
appeal

1. A Statement of appeal shall be lodged by the appellant
(a) within two months of service of a decision referred to in Rule 251(1)(a) and (b) or
(b) within one month of service of a decision or order referred to in Rule 251(1)(c) and 252(4)(a).

2. The Statement of grounds of appeal shall be lodged within two months of lodging of the
Statement of appeal.

Relation with draft Agreement: Article 45(2)
[EPLA RoP 8175]
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Rule 261 — Contents of the Statement of appeal

The Statement of appeal shall contain

(a) the names of the appellant and of the appellant's representative,

(b) the names of the respondent and of the respondent’s representative,

(c) postal and electronic addresses for service on the appellant and on the respondent, as well as
the names of the persons authorised to accept service,

(d) the date of the decision or order appealed against and the case number attributed to the file in
proceedings before the Court of First Instance and

(e) the order or remedy sought by the appellant.

[EPLA RoP §177]

Rule 262 — Contents of the Statement of grounds of appeal

The Statement of grounds of appeal shall set out

(@) which parts of the decision or order are impugned,

(b) the reasons for setting aside the decision or order impugned and
(c) the facts and evidence on which the appeal is based.

[Rule 99 EPC]

Rule 263 — Language of the Statement of appeal and of the Statement of Grounds of appeal

1. The Statement of appeal and the Statement of grounds of appeal shall be drawn up

(@) in the language of the proceedings before the Court of First Instance or

(b) where the parties have agreed in accordance with Article 30(2) of the Agreement, in the
language in which the patent was granted.

2. Where the parties have agreed in accordance with Article 30(2) of the Agreement, evidence of
such agreement shall be lodged by the appellant together with the Statement of appeal.

3. The language in which the Statement of appeal and the Statement of grounds of appeal is
drawn up shall be the language of the proceedings, without prejudice to any decision of the Court
under Article 30(3) draft Agreement.

4. The appellant may lodge a translation of the Statement of appeal and of the Statement of
grounds of appeal in an official language of the State where the defendant is domiciled and
request that the translation be served on the respondent.

Relationship with draft Agreement: Article 30
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Rule 264 — Fee for the appeal

The appellant shall pay the fee for the appeal. Proof of payment of the fee shall be provided
together with the Statement of appeal. Rule 13(2) shall apply mutatis mutandis.

[EPC Article 108 and Rule 101(2), EPLA RoP §111+112, IPLA]

Rule 265 — Examination as to formal requirements of the Statement of appeal

1. The Registry shall, within three working days of lodging of the Statement of appeal, examine
whether the requirements of Rules 260(1), 261(a) to (d), 263 and 264 have been complied with.

2. If the appellant has not complied with the requirements referred to in paragraph 1, the Registry
shall inform the President of the Court of Appeal who shall reject the appeal as inadmissible. He
may hear the appellant.

[EPLA RoP 8108, 182,VR2, Article 90 EPC, IPLA]

Rule 266 — Recording in the Register (Court of Appeal)

If the Statement of appeal complies the requirements referred to in Rule 265(1), the Registry
shall, in accordance with the Instructions to the Registrar,

(a) attribute a date of receipt to the Statement of appeal and a case number to the appeal file,
(b) record the appeal file in the Register,

(c) inform the appellant of the case number and the date of receipt and
(d) assign the case to a panel, in accordance with the business distribution scheme.

[VR2, EPLA RoP 8183, 102]

Rule 267 — Designation of the judge-rapporteur

The presiding judge of the panel to which the case has been assigned [Rule 266(d)] shall
designate one judge of the panel as judge-rapporteur.

[EPLA RoP §185]
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Rule 268 — Translation of file

1. If the language of the proceedings before the Court of Appeal is not the language of the
proceedings before the Court of First Instance, the judge-rapporteur may order the appellant to
lodge, within a period to be specified, translations into the language of the proceedings before the
Court of Appeal of

(a) written pleadings lodged by the parties before the Court of First Instance, as determined by
the judge-rapporteur and

(b) decisions or orders of the Court of First Instance.

2. The period under paragraph 1 may be extended once by the judge-rapporteur on a reasoned
request by the appellant.

3. If the appellant fails to lodge the translations under paragraph 1 within the period specified, the
judge-rapporteur shall inform the panel which shall reject the appeal as inadmissible. The panel
may hear the appellant.

4. The appellant may request that documented costs of translations be taken into account when
the Court fixes the amount of costs in accordance with Part 1, Chapter 5.

Relation with draft Agreement: Article 30(2) and (3)
[EPLA RoP 8181(1)(3), IPLA]
Rule 269 — Preliminary examination of the Statement of grounds of appeal

1. The judge-rapporteur shall examine whether the Statement of grounds of appeal satisfy the
requirements of Rule 262.

2. If the Statement of grounds of appeal do not satisfy the requirements of Rule 262, the judge-
rapporteur shall inform the panel which shall reject the appeal as inadmissible. The panel may
hear the appellant.

3. Grounds of appeal which are not raised in the Statement of grounds of appeal shall not be
admissible.

[EPLA RoP 8179, 186, Rule 99 EPC, VR2, IPLA]
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Rule 270 — Challenge to the decision to reject an appeal as inadmissible

1. The appellant may challenge a decision to reject the appeal as inadmissible [under
Rules 265(2) or 269(2)] within one month of service of the decision, without providing new
grounds of appeal.

2. The panel to which the case has been assigned under Rule 266(d) shall decide any challenge
under paragraph 1 in accordance with Rule <on Decision in written proceedings>.

3. If a decision to reject an appeal as inadmissible is set aside, the appeal shall take its normal
course.

[EPLA RoP §187, IPLA]

SECTION 2 - STATEMENT OF RESPONSE
Rule 280 — Statement of response

Within three months of service of the Statement of grounds of appeal, any party to proceedings
before the Court of First Instance which has not lodged a Statement of appeal may lodge a
Statement of response. The period may be extended once by the judge-rapporteur on a reasoned
request by the respondent.

[VR2, EPLA RoP §189]

Rule 281 — Contents of the Statement of response

1. The Statement of response shall contain

(a) the names of the respondent and the respondent'’s representative,

(b) postal and electronic addresses for service on the respondent and the names of the persons
authorised to accept service,

(c) the case number of the appeal file and

(d) a response to the grounds of appeal.

2. The respondent may support the decision of the Court of First Instance on grounds other than
those given in the decision.

[EPLA RoP §192, VR2]
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Rule 282 — Statement of cross-appeal

1. A party who has not lodged a Statement of appeal within the period referred to in Rule 260(1)
may still bring an appeal by way of cross-appeal within the period referred to in Rule 280 if one
of the other parties has lodged a Statement of appeal.

2. A Statement of cross-appeal shall be included in the Statement of response. It shall comply
with the requirements of Rules 261 and 262. Rules 265 and 269 shall apply mutatis mutandis to
the Statement of cross-appeal.

3. A Statement of cross-appeal shall not be admissible in any other way or at any other time.

4. A cross-appeal shall be treated as an appeal as far as the fee for the appeal is concerned.
Rule 264 shall apply mutatis mutandis.

5. If the Statement of appeal is withdrawn, any Statement of cross-appeal shall be deemed to be
withdrawn.

[EPLA RoP §176, VR?]

| Rule 24 on Further schedule shall apply mutatis mutandis

SECTION 3-REPLY TO ASTATEMENT OF CROSS-APPEAL

Rule 285 — Reply to a statement of cross-appeal

Where the Statement of response includes a statement of cross-appeal, the appellant may, within
two months of service of the Statement of response, lodge a Reply to the Statement of cross-
appeal which shall contain a response to the grounds of appeal raised in the Statement of cross-
appeal. The period may be extended once by the judge-rapporteur on a reasoned request by the
appellant.

[EPLA RoP §194]
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CHAPTER 2 - INTERIM PROCEDURE

The following Rules from Part 1, Chapter 2 shall apply mutatis mutandis in proceedings before
the Court of Appeal:

- Rule 101 on Role of the judge-rapporteur (Case management)

- Rule 102 on Referral to the panel

- Rule 103 on Preparation for the interim conference

- Rule 104 on Aim of the interim conference

- Rule 105 on Telephone conference and video conference

- Rule 106 on Recording of the interim conference

- Rule 107 on Further instruction

- Rule 108 on Summons to the oral hearing

- Rule 109 on Closure of the interim procedure in view of the oral hearing

CHAPTER 3 - ORAL PROCEDURE

The following Rules from Part 1, Chapter 3 shall apply mutatis mutandis in proceedings before
the Court of Appeal:

- Rule 112 on Rule of the presiding judge (Case management)

- Rule 113 on Conduct of the oral hearing

- Rule 114 on Duration of the oral hearing

- Rule 115 on Adjournment where the Court considers that further evidence is required

- Rule 116 on Recording of the oral hearing

- Rule 117 on Absence of the parties from the oral hearing
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CHAPTER 4 — DECISIONS AND EFFECT OF DECISIONS

Rule 290 — Decision of the Court of Appeal
1. Rule 118 shall apply mutatis mutandis.

2. The decision shall either confirm the decision or order under appeal or set it aside totally or in
part:

(a) if the decision or order under appeal is confirmed, it shall become res judicata between the
parties from the date of the decision of the Court of Appeal;

(b) if the appeal is well founded, the Court of Appeal shall set aside, wholly or in part, the
decision or order of the Court of First Instance.

3. The Court of Appeal may

(a) exercise any power within the competence of the Court of First Instance or

(b) refer the case back to the Court of First Instance for further prosecution in accordance with
Rule 292.

Relation with draft Agreement: Article 50

[EPLA RoP §66+196+197, VR2, EPC Article 111(1)]

Rule 291 — Final decision of the Court of Appeal

If a final decision of the Court of First Instance is set aside, the Court of Appeal may, where the
state of the proceedings so permits, give a final decision in the matter.

Rule 292 — Referral back

1. In exceptional circumstances, the Court of Appeal may refer the case back to the Court of First
Instance for decision or for retrial.

2. The decision referring a case back to the Court of First Instance shall specify the panel of
which shall deal further with the case, be it the same panel whose earlier decision or order is
revoked or another panel.

3. Where a case is referred back to the Court of First Instance, the Court shall be bound by the
decision of the Court of Appeal and its ratio decidendi.

Relation with draft Agreement: Article 47
[ECJ Statute Article 61, EPLA RoP §198, VR2 (81, 3" hyphen)]
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CHAPTER 5 - PROCEDURE FOR REQUEST FOR REHEARING

Rule 295 — Lodging of a Request for rehearing

1. A Request for rehearing may be lodged by any party adversely affected by a final decision of
the Court of Appeal (hereinafter "the petitioner").

2. The Request for rehearing shall be lodged within the following periods:

(a) where the Request for rehearing is based on the ground of a fundamental procedural defect,
within two months of the service of the final decision of the Court of Appeal,

(b) where the Request for rehearing is based on the ground of an act which was held, by a final
court decision, to constitute a criminal offence, within two months of the date on which the
criminal offence has been established but in any event no later than ten years of the service of the
decision of the Court of Appeal.

3. The petitioner shall pay the fee for the rehearing.

Relation with draft Agreement: Article 55(2)

[EPLA RoP §175+200+202, Article 112a(4) EPC]

Rule 296 — Contents of the Request for rehearing

1. The Request for rehearing shall contain

(a) the names of the petitioner and of the petitioner's representative,

(b) postal and electronic addresses for service on the petitioner and the names of the persons
authorised to accept service and

(c) an indication of the decision to be reviewed.

2. The Request for rehearing shall indicate the reasons for setting aside the final decision of the
Court of Appeal, as well as the facts and evidence on which the Request is based.

[EPLA RoP 8177, Rule 107 EPC]
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Rule 297 — Definition of fundamental procedural defects

A fundamental procedural defect under Article 55(1) of the Agreement may have occurred where
(@) a judge of the Court of Appeal took part in the decision in breach of Article 12 of the
Agreement or Article 5 of the Statute,

(b) a person not appointed as a judge of the Court of Appeal sat on the panel which took the
decision,

(c) a fundamental violation of Article 49 of the Agreement occurred or

(d) the Court of Appeal decided on the appeal without deciding on a request relevant to that
decision.

[Article 112a(2) EPC and Rule 104 EPC]

Rule 298 — Obligation to raise objections

A Request for rehearing based on the ground of a fundamental procedural defect is only
admissible where an objection in respect of the procedural defect was raised during the
proceedings before the Court of Appeal and dismissed by the Court, except where such objection
could not be raised during the proceedings before the Court of Appeal.

[Rule 106 EPC]

Rule 299 — Definition of criminal offence

A criminal offence shall only be considered to have occurred if it is finally established by a
competent court or authority. A conviction is not necessary.

[Rule 105 EPC]

Rule 300 — Fee for the rehearing

The petitioner shall pay the fee for the rehearing. Proof of payment of the fee shall be provided
together with the Request for rehearing. Rule 13(2) shall apply mutatis mutandis.

Rule 266(a), (b) and (c) on Recording in the Register (Court of Appeal) shall apply mutatis
mutandis
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Rule 301 — Suspensive effect

The lodging of a Request for rehearing shall not have suspensive effect unless the Court of
Appeal decides otherwise.

Relation with draft Agreement: Article 55(2)
[EPLA RoP 8201, Article 112a(3) EPC]
Rule 302 — Examination as to formal requirements of the Request for rehearing

1. The Registry shall, within five working days of lodging of the Request for rehearing, examine
whether the requirements of Rules 295, 296 and 300 have been complied with.

2. If the petitioner has not complied with the requirements referred to in paragraph 1, the Registry
shall inform the President of the Court of Appeal who shall reject the Request for rehearing as
inadmissible. He may hear the petitioner.

3. A decision to reject the Request for rehearing as inadmissible shall be notified to the parties to
the proceedings before the Court of Appeal.

Rule 303 — Assignment of Request for rehearing to a panel

1. Immediately after the Request for rehearing has been recorded in the Register, the Registry
shall inform the President of the Court of Appeal that a Request for rehearing has been lodged.

2. The President of the Court of Appeal shall assign the case to a panel consisting of three legally
qualified judges, in accordance with the business distribution scheme, designating one judge as
judge-rapporteur. He may order that judges of the Court of Appeal who participated in taking the
decision to be reviewed shall not sit on the panel.

[EPLA RoP §185+203, Rule 108(3) EPC]
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Rule 304 — Examination of the Request for rehearing

1. The judge-rapporteur shall examine the Request for rehearing. He may hear the petitioner and
take any case management measure referred to in <Part 5, Chapter 6>.

2. If the judge-rapporteur considers that there is no basis for reviewing the decision, he shall
present a Preliminary report to the presiding judge recommending that the panel rejects the
Request for rehearing as not allowable.

3. If the judge-rapporteur considers that the Request for rehearing is allowable, he shall present a
report to the presiding judge recommending that the decision be reviewed.

4. The panel shall decide what action to take upon the recommendations of the judge-rapporteur:
(a) a decision to reject the Request for rehearing as not allowable shall require unanimity; it shall
not contain any reasons;

(b) a decision to allow the Request for rehearing shall entail setting aside the decision under
review, in whole or in part, and re-opening the proceedings for a new trial and decision; where
proceedings are re-opened, the provisions governing proceedings before the Court of Appeal
shall apply.

Relation with draft Agreement Article 55(3)
[EPLA RoP 8204+207]
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PART 5 - GENERAL PROVISIONS

CHAPTER 1 - GENERAL PROCEDURAL PROVISIONS

Rule 351 — Date of pleadings

All pleadings shall bear a date. In the reckoning of periods for taking steps in proceedings, the
date of lodging of pleadings in electronic form at the Registry shall be taken into account.

[VR2, CST RoP Article 34]

Rule 352 — Access to documents

All pleadings shall be available to the public unless

(a) a party requests that certain information be kept confidential and
(b) the Court makes such an order.

[Articles 8(3), 26 and 40 draft Agreement] [VR2]

Rule 353 — Leave to change claim or amend case

1. A plaintiff may at any stage of the proceedings apply to the Court for leave to change his claim
or to amend his case.

2. Leave shall not be granted if, all circumstances considered, the change or amendment would
(@) result in a fresh case,

(b) be in clear contradiction to the plaintiff’s previous case or

(c) unreasonably hinder the defendant in his defence.

3. Leave to limit a claim shall always be granted.

[EPLA RoP §8]
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Rule 354 — Withdrawal

1. As long as there is no final decision in a case, a plaintiff may withdraw his action, without
prejudice to any counterclaim.

2. In the event of a withdrawal, the Court shall

(a) give a decision declaring the proceedings closed,

(b) order the case to be removed from the Register and

(c) issue a cost order in accordance with Part 1, Chapter 5.

[EPLA RoP 87, CST RoP Article 74]

Rule 355 — Service®

1. Immediately after written pleadings have been received at the Registry, the Registry shall serve
the pleadings on the other party by means of electronic communication, in accordance with the
Practice Directions.

2. Where service by means of electronic communication cannot be effected, the Registry shall
serve the written pleading on the party by

(a) registered letter with advice of delivery, in accordance with the Practice Directions,

(b) fax, in accordance with the Practice Directions, or

(c) any method authorised by the Court under Rule <on Service by an alternative method or at an
alternative place>.

3. Service under paragraph 2(a) shall be effected at the following place:

(a) where the party is a company or other legal person: at its statutory seat, central administration,
principal place of business or at any place within the Contracting States where the company or
other legal person carries on its activities and which has a real connection with the claim;

(b) where the party is an individual: at his usual or last known residence.

A general rule on service has been included in order to illustrate how service could be
effected in the most straightforward cases. More detailed rules on service will be included
in a later draft.
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CHAPTER 2 - RIGHTS AND OBLIGATIONS OF REPRESENTATIVES

Rule 360 — Powers of attorney

1. A representative who claims to be representing a party shall be believed upon his word in that
respect.

2. The Court may order a representative to produce a written authority if his representative
powers are challenged by the party concerned or if another party to the proceedings has
established reasonable doubt as regards those representative powers.

[EPLA RoP §26]

Rule 361 — Certificate that a representative is authorised to practice before the Court

Any representative pursuant to Article 28(1) of the Agreement shall lodge at the Registry a
certificate that he is authorised to practise before a court of a Member State or of another State
party to the Agreement.

[CST RoP Article 35(5); see also ECJ RoP Article 38(5)(a), CFI RoP Article 44(5)(a)]

Rule 362 — Attorney-client privilege
Where advice is sought from a representative in his capacity as such, all communications
between the representative and his client or any other person, relating to that purpose and being

of a confidential nature, are permanently privileged from disclosure in proceedings before the
Court, unless such privilege is expressly waived by the client.

[Rule 153 EPC]
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Rule 363 — Privileges, immunities and facilities

1. Representatives appearing before the Court or before any judicial authority to which it has
addressed letters rogatory [Rule 199] shall enjoy immunity in respect of words spoken or written
by them concerning the case or the parties.

2. Representatives shall enjoy the following further privileges and facilities:

(a) papers and documents relating to the proceedings shall be exempt from both search and
seizure;

(b) any allegedly infringing product or device relating to the proceedings shall be exempt from
both search and seizure when brought to the Court for the purposes of the proceedings.

In the event of a dispute, the customs officials or police may seal those papers, documents or
allegedly infringing products or devices. They shall then be immediately forwarded to the Court
for inspection in the presence of the Registrar and of the person concerned,;

3. Representatives shall be entitled to travel in the course of duty without hindrance.

4. The privileges, immunities and facilities specified in paragraphs 1 to 3 are granted exclusively
in the interests of the proper conduct of proceedings.

5. The Court may waive the immunity where it considers that the proper conduct of proceedings
will not be hindered thereby.

[Article 28(4) draft Agreement] [ECJ RoP Article 32, CST RoP Article 30(3)(4)]

Rule 364 — Powers of the Court as regards representatives

As regards representatives who appear before it, the Court shall have the powers normally
accorded to courts of law, under the conditions laid down in Rule 365.

[ECJ Statute Article 19(5)]
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Rule 365 — Exclusion from the proceedings

1. If the Court considers that the conduct of a party's representative towards the Court, towards
any judge of the Court or towards any member of the staff of the Registry, is incompatible with
the dignity of the Court or with the requirements of the proper administration of justice, or that
such representative uses his rights for purposes other than those for which they were granted, it
shall so inform the person concerned.

On the same grounds, the Court may at any time, after having heard the person concerned,
exclude that person from the proceedings by order. That order shall have immediate effect.

2. Where a party's representative is excluded from the proceedings, the proceedings shall be
suspended for a period fixed by the presiding judge in order to allow the party concerned to
appoint another representative.

3. Decisions taken under this Rule may be rescinded.

[ECJ RoP Article 35, CST RoP Article 32]

Rule 366 — Change of a representative

Any change of representative shall take effect from the moment where the new representative
states in writing to the Registry that he shall in future be representing the party concerned. Until

the moment where such statement is received, the former representative remains responsible for

the conduct of the proceedings and for communications between the Court and the party
concerned.

[EPLA RoP §28]
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CHAPTER 3-STAY OF PROCEEDINGS

Rule 370 — Stay of proceedings

1. The Court may stay proceedings
(a) where it is seized of a case relating to a patent which is also the subject of opposition
proceedings or limitation proceedings [including any subsequent appeal proceedings] before the
European Patent Office;
(b) where it is seized of a case relating to a supplementary protection certificate which is also the
subject of proceedings before the European Patent Office or before a national court or authority;
(c) where an appeal is brought before the Court of Appeal against a decision or order of the Court
of First Instance
(i) disposing of the substantive issues in part only,
(i1) disposing of an admissibility issue [Rule 14] or a Preliminary objection [Rule 17];
(iii) dismissing an application to intervene;
(d) at the joint request of the parties;
(e) in other particular cases where the proper administration of justice so requires.

2. The decision to stay the proceedings shall be made by reasoned order of the judge-rapporteur
after hearing the parties. The judge-rapporteur may refer the matter to the panel.

[CST RoP Article 71]

Rule 371 — Duration and effects of a stay of proceedings

1. The stay of proceedings shall take effect on the date indicated in the order of stay or, in the
absence of such an indication, on the date of that order.

2. Where the order of stay does not fix the length of the stay, it shall end on the date indicated in
the order of resumption or, in the absence of such indication, on the date of the order of
resumption.

3. While proceedings are stayed, time shall cease to run for the purposes of procedural periods.
Time shall begin to run afresh from the beginning for the purposes of the periods from the date
on which the stay of proceedings comes to an end.

[CST RoP Article 72]
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Rule 372 — Resumption of proceedings

Any decision referred to in Rule 371(2) or ordering the resumption of proceedings before the end
of the stay shall be made by reasoned order of the judge-rapporteur after hearing the parties. The
judge-rapporteur may refer the matter to the panel.

[CST RoP Article 71]

CHAPTER 4 - TIME PERIODS

Rule 380 — Calculation of periods

Any period of time prescribed by the Agreement, the Statute or these Rules of Procedure for the
taking of any procedural step shall be reckoned as follows:

(a) where a period expressed in days, weeks, months or years is to be calculated from the moment
at which an event occurs or an action takes place, computation shall start on the day following the
day on which the relevant event occurred or an action took place;

(b) when a period is expressed as one year or a certain number of years, it shall expire in the
relevant subsequent year in the month having the same name and on the day having the same
number as the month and the day on which the said event occurred. If the relevant subsequent
month has no day with the same number, the period shall expire on the last day of that month;

(c) when a period is expressed as one month or a certain number of months, it shall expire in the
relevant subsequent month on the day which has the same number as the day on which the said
event occurred. If the relevant subsequent month has no day with the same number, the period
shall expire on the last day of that month;

(d) when a period is expressed as one week or a certain number of weeks, it shall expire in the
relevant subsequent week on the day having the same name as the day on which the said event
occurred;

(e) periods shall include official holidays, Sundays and Saturdays;

(f) periods shall not be suspended during the judicial vacations.

[RoP CST Article 100, EPC Rule 131]
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Rule 381 — Extension and shortening of periods
[to be developed further]

1. Automatic extension

If a period expires on a Saturday, Sunday or official holiday of the Court, it shall be extended
until the end of the first following working day. The list of official holidays drawn up by the
Court of Justice and published in the Official Journal of the European Union shall apply to the
Court.

2. Extension upon request

- on reasoned request by a party, lodged before the expiry of the period to be extended
- to be decided by the judge-rapporteur or the panel

- other parties to proceedings need not be heard

- possibility of extension not available for all periods

3. Shortening of periods

- on reasoned request by a party
- to be ordered by the Court, where appropriate

CHAPTER 5 - PARTIES TO PROCEEDINGS

SECTION 1 - PLURALITY OF PARTIES

Rule 390 — Plurality of plaintiffs

1. Proceedings may be commenced by a plurality of plaintiffs, provided that they take the same
position and are represented by the same representative.

2. If the Court is of the opinion that the requirement in paragraph 1 is not met, it may separate the
proceedings in two or more separate proceedings against the same defendant.

3. Where the Court orders a separation of proceedings under paragraph 2, the plaintiffs in the new
proceedings shall pay a new court fee, unless the Court decides otherwise.

[EPLA RoP §14]
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Rule 391 — Plurality of defendants

1. Proceedings may be commenced against a plurality of defendants, provided that the claims
against them are sufficiently related to justify a common decision.

2. If the Court is of the opinion that the requirement in paragraph 1 is not met, it may separate the
proceedings in two or more separate proceedings against different defendants.

3. Where the Court orders a separation of proceedings under paragraph 2, the plaintiffs in the new
proceedings shall pay a new court fee, unless the Court decides otherwise.

[EPLA RoP §15]

Rule 392 — Court fees in case of plurality of parties

1. If and as long as a plurality of parties in a case are represented by one and the same
representative and take the same positions, they shall be regarded as one party as far as the
payment of court fees is concerned.

2. If an originally justified plurality of parties ceases, whether because

(i) some of the parties instruct another representative to represent them,

(i1) they start to defend different positions or

(iii) the proceedings are separated by the Court into two or more separate proceedings,

a separate court fee shall be payable by the parties leaving the plurality of parties or the original
proceedings, unless the Court decides otherwise.

3. Where appropriate, the Court may order that a separate fee be paid by one or more parties in a
plurality of parties.
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SECTION 2 - CHANGE IN PARTIES

Rule 395 — Change in parties

1. The Court may, on application by a party or any legal or natural person wishing to become a
party, order a person to

(@) be added as a party,

(b) cease to be a party or

(c) be substituted for a party.

2. The Registry shall invite other parties to the proceedings to comment on the application, within
ten working days of service of the application.

3. When ordering that a person shall become a party or shall cease to be a party, the Court may
make appropriate orders as to payment of court fees and other matters of costs as regards such

party.
[EPLA RoP §18]
Rule 396 — Consequences for the proceedings

1. Where the Court orders that a party be added, removed or substituted under Rule 395(1), it
shall give directions to regulate the consequences as to case management.

2. The Court shall also determine the extent to which the new party is bound by the proceedings
as then constituted.

[EPLA RoP §19]
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SECTION 3 -DEATH, DEMISE OR INSOLVENCY OF A PARTY

Rule 400 — Death or demise of a party

1. If a party dies or ceases to exist during proceedings, the proceedings shall be stayed until such
party is replaced by his successor or successors. The Court may specify a period in this respect.

2. If there are more than two parties to the proceedings, the Court may decide that
(a) proceedings between the remaining parties be continued separately and
(b) the stay shall only concern the proceedings regarding the party that no longer exists.

3. If the successor or successors of the party that died or ceased to exist does not or do not
continue the proceedings of his or their own motion, within a period specified by the Court, any
other party may, of its own motion or on an order of the Court, file continuation proceedings
against such successor or successors.

4. Continuation proceedings shall be brought before the Court in accordance with Part 1. In
continuation proceedings, the Court shall decide whether, and if so, to what extent, the
defendants will take the position of the party that died or ceased to exist in the main proceedings.

5. The costs of continuation proceedings shall be decided independently from the costs of the
main proceedings and solely on the basis of the outcome of the continuation proceedings.

[EPLA RoP §20]

Rule 401 — Insolvency of a party

1. If a defendant becomes insolvent under the national law of his State of domicile, proceedings
shall be stayed ex officio until the competent national authority or person dealing with the
insolvency has decided whether to continue the proceedings or not.

2. The plaintiff may withdraw the case against the defendant in accordance with Rule 354. Such
withdrawal shall not prejudice the case against other defendants.

3. Any order concerning costs under Rule 354(2) shall be payable to the competent national
authority or person dealing with the insolvency.

4. If proceedings are continued, the effect of a decision of the Court as regards the insolvent party
in the case shall be determined by the national law of the bankrupt party.

[EPLA RoP §21]
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SECTION 4 - TRANSFER OF PATENT

Rule 402 — Transfer of the patent during proceedings

1. If a patent is transferred, for one or more Contracting States, to another proprietor after
proceedings have been commenced, the Court may authorise the new proprietor to take over the
proceedings to the extent that the patent has been transferred to him.

2. If the new proprietor takes over the proceedings, no new court fee shall be payable, even if the
new proprietor is represented by a new representative.

3. If the new proprietor chooses not to take over the proceedings, any decision in proceedings that
have been recorded in the Register can nevertheless be held against him.

[EPLA RoP §22]

SECTION 5 - INTERVENTION

Rule 405 — Application to intervene

1. An Application to intervene may be lodged [at any stage of the proceedings before the Court of
First Instance] by any person establishing an interest in the result of a case submitted to the Court
(hereinafter "the intervener").

2. An Application to intervene shall be admissible only if it is made in support, in whole or in
part, of a claim, order or remedy sought by one of the parties.

3. The intervener shall be represented in accordance with Article 28 of the Agreement.

4. The Application to intervene shall contain

(a) a reference to the case number of the file

(b) the names of the intervener and of the intervener's representative, as well as postal and
electronic addresses for service and the names of the persons authorised to accept service,
(c) the claim, order or remedy sought by the intervener and

(d) a statement of the facts establishing the right to intervene under paragraphs 1 and 2.

[ECJ Statute Article 40, CST RoP Articles 109+110(4), EPLA RoP 88163+164]
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Rule 406 — Order on Application to intervene

The judge-rapporteur (during the written procedure and the interim procedure) or the presiding
judge (during the oral hearing) shall decide on the Application to intervene by way of order.

[CST RoP Article 109(6)]

Rule 407 — Statement in intervention

1. If an Application to intervene is allowable, the judge-rapporteur or the presiding judge shall
specify a period within which the intervener may lodge a Statement in intervention.

2. The Registry shall serve on the intervener any written pleading served on the parties. On
request by a party, secret or confidential documents may be omitted.

3. The Statement in intervention shall contain

(a) the issues involving the intervener and one or more of the parties, and their connection to the
matters in dispute,

(b) the facts relied on and

(c) the arguments of law,

(c) written evidence relied on and, where necessary, an indication of any further evidence which
will be offered in support.

4. For the purposes of these Rules of Procedure, the intervener shall be treated as a party, unless
otherwise provided.

[CST RoP Article 110, EPLA RoP 8§165]
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Rule 408 — Invitation to intervene

1. The judge-rapporteur or the presiding judge may, of his own motion or on a reasoned request
from a party, invite any person concerned by the outcome of the dispute to inform the Court,
within a period to be specified, whether he wishes to intervene in the proceedings.

2. If the person wishes to intervene, he shall present his Statement in intervention within two
months of the service of the invitation. Rules 405 and 407 shall apply mutatis mutandis.

[CST RoP Article 111, EPLA RoP 8163]

Rule 409 — Appeal against an order on the Application to intervene

1. An appeal to the Court of Appeal may be brought against the order on the Application to
intervene within one month of service of the order to the parties, by any person adversely affected
by the order.

2. The lodging of a Statement of appeal shall not stay the main proceedings.

3. As long as the Court of Appeal has not decided otherwise, a party allowed to intervene shall be
treated as a party to the proceedings.

4. The decision of the Court of Appeal shall
(a) state from what date it shall take effect and
(b) include an order relating to court fees and costs.

[ECJ Statute Article 57(2), EPLA RoP §172]

Rule 410 — Intervener’s right to appeal

An intervener may bring an appeal only where the decision of the Court of First Instance directly
affects him.

[ECJ Statute Article 56(2)]
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SECTION 6 - REMOVING OR SUBSTITUTING A PARTY

Rule 415 — Application for removing a party from the proceedings

An Application for removing a party from the proceedings may be lodged by any party
(hereinafter "the applicant"). It shall contain

(a) the names of the applicant and of the applicant's representative,

(b) the names of the party to be removed and of his representative,

(c) the case number of the file and

(d) a concise statement of the grounds upon which the Application is based.

[EPLA RoP §167+168]

Rule 416 — Grounds for removing a party

The grounds upon which the Application for removing a party is based shall set out the reasons
(@) why it is desirable that a party be removed from the proceedings,

(b) where applicable, why that party's interest or liability has ceased or

(c) why its participation in the proceedings unnecessarily complicate or slow down the
proceedings.

[EPLA RoP §169]

Rule 417 — Power of the Court to order proceedings to be continued as separate

proceedings

1. When removing a party from the proceedings, the Court may order that proceedings
concerning this party shall continue as separate proceedings.

2. Where appropriate, separate proceedings may be treated jointly with the existing proceedings.

[EPLA RoP §170]

Rule 418 — Application for substitution of a party

An application for a substitution of a party by one or more other persons shall be regarded as a
combined application for adding a party and removing a party.

[EPLA RoP §171]
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Rule 419 — Appeal against an order to remove or substitute a party

1. An appeal to the Court of Appeal may be brought against an order to remove or substitute a
party within two months of the notification of the order to the parties by any person adversely
affected by the order.

2. The lodging of the Statement of appeal shall not stay the main proceedings.

3. As long as the Court of Appeal has not decided otherwise, a party removed from the
proceedings shall be treated as a party to the proceedings.

4. The decision of the Court of Appeal shall
(a) state from what date it shall take effect and
(b) include an order relating to court fees and costs.

[ECJ Statute Article 57(2), EPLA RoP §172]

CHAPTER 6 - CASE MANAGEMENT (Measures of organisation of procedure)

[Article 24 draft Agreement, CST RoP Part 2, Chapter 3]

Rule 421 — Responsibility for case management

1. During the written procedure and the interim procedure, case management shall be the
responsibility of the judge-rapporteur.

2. On account of the scope of an envisaged case management order or of its importance to the
disposal of the case, the judge-rapporteur may refer the matter to the panel.

3. After the closure of the interim conference in view of the oral hearing, case management shall

be the responsibility of the presiding judge.
4. The Registry shall serve any case management orders on the parties.

[EPLA RoP 833, CST RoP Article 56]
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Rule 422 — General powers of case management

Active case management includes:

(a) encouraging the parties to co-operate with each other during the proceedings;

(b) identifying the issues at an early stage;

(c) deciding promptly which issues need full investigation and disposing summarily of other
issues;

(d) deciding the order in which issues are to be resolved,;

(e) encouraging the parties to make use of the patent mediation and arbitration centre and
facilitating the use of the centre;

(f) helping the parties to settle the whole or part of the case;

(g) fixing timetables or otherwise controlling the progress of the case;

(h) considering whether the likely benefits of taking a particular step justify the cost of taking it;
(i) dealing with as many aspects of the case as the Court can on the same occasion;

(j) dealing with the case without the parties needing to attend in person;

(k) making use of available technical means; and

(I) giving directions to ensure that the hearing of the case proceeds quickly and efficiently.

[EPLA RoP §36]

Rule 423 — Review of case management orders

1. Case management orders taken by the judge-rapporteur or the presiding judge shall be
reviewed by the panel, on a reasoned application by a party. The other party shall be invited to
comment.

2. An Application for the review of a case management order shall be lodged within two weeks
of service of the order to the party concerned.

3. The party shall pay the fee for the review of a case management order. Proof of payment of the
fee shall be provided together with the Application for the review of a case management order.

[EPLA RoP §34]
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Rule 424 — Case management powers

Except where the Agreement, the Statute, these Rules of Procedure or the Practice Directions
provide otherwise, the judge-rapporteur, the presiding judge or the panel may

(a) extend or shorten the period for compliance with any rule, practice direction or court order;
(b) adjourn or bring forward the interim conference or the oral hearing;

(c) communicate with the parties to instruct them about wishes or requirements of the Court;
(d) direct a separate hearing of any issue;

(e) decide the order in which issues are to be decided;

(f) exclude an issue from consideration;

(9) dismiss or decide on a claim after a decision on a preliminary issue makes a decision on
further issues irrelevant to the outcome of the case.

[EPLA RoP §37+43]

Rule 425 — Varying or revoking orders

A power of the Court to make a case management order includes a power to vary or revoke such
order.

[EPLA RoP §38]

Rule 426 — Exercise of managing powers

The Court may exercise its case management powers on the application by a party or of its own
motion, unless otherwise provided.

[EPLA RoP §39]

Rule 427 — Orders of the Court's own motion

Where the judge-rapporteur or the presiding judge proposes to make an order of his own motion,
he may invite any person likely to be affected by the order to comment within a period to be
specified.

[EPLA RoP 840]
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Rule 428 — Early hearing

Where the judge-rapporteur proposes to convene an early hearing to decide whether to make a
case management order, he shall summon the parties likely to be affected by the order. At least
one week's notice of the summons shall be given, unless the parties agree to a shorter period.

[EPLA RoP §41]

Rule 429 — Orders made without hearing the parties
1. The Court may make an order of its own motion without hearing the parties.

2. Any order under paragraph 1 shall include information concerning the right to apply to have it
set aside, modified or stayed and specify a period for lodging the application.

3. Any party affected by the order may apply to have it set aside, modified or stayed.

[EPLA RoP §42]

Rule 430 — Connection — Joinder

1. In the interests of the proper administration of justice, the President of the Court of First
Instance or the President of the Court of Appeal may, at any time, after hearing the parties, order
that two or more cases shall, on account of the connection between them, be joined. The cases
may subsequently be disjoined.

2. Where cases assigned to different panels of the Court of First Instance or of the Court of
Appeal are to be joined on account of the connection between them, the President of the Court of
First Instance or the President of the Court of Appeal shall decide on their re-assignment.

[CST RoP Article 46]
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CHAPTER 7 - GENERAL ORGANISATIONAL PROVISIONS

Rule 440 — Precedence

1. With the exception of the President of the Court of Appeal and the President of the Court of
First Instance, the judges shall rank equally in precedence according to their seniority in office.

2. Where there is equal seniority in office, precedence shall be determined by age.
3. Retiring judges who are reappointed shall retain their former precedence.

[RoP EU CST Rule 5]

Rule 441 — Dates, times and place of the sittings of the Court

1. The dates and times of the sittings of the Court shall be fixed by the President of the Court of
Appeal, on a proposal from the Presidium.

2. The Court may choose to hold one or more particular sittings in a place other than that in
which it has its seat.

[Article 11 draft Statute] [CST RoP Article 23]

Rule 442 — Order in which cases are to be dealt with

1. The Court shall deal with the cases before it in the order in which they become ready for
examination.

2. The President of the Court of First Instance or the President of the Court of Appeal may in
special circumstances

(a) direct that a particular case be given priority;

(b) after hearing the parties, in particular with a view to facilitating an amicable settlement of the
dispute, either on his own initiative or at the request of one of the parties, defer a case to be dealt
with later.

[CST RoP Article 47]
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Rule 443 — Deliberations
1. The Court shall deliberate in closed session.

2. The presiding judge shall preside over the deliberations. Only those judges who were present
at the oral hearing may take part in the deliberations.

3. Every judge taking part in the deliberations shall state his opinion and the reasons for it. The
conclusions reached by the majority of the judges after final discussion shall determine the
decision of the Court. VVotes shall be cast in reverse order to the order of precedence under
Rule 440. Differences of view on the substance, wording or order of questions, or on the
interpretation of a vote, shall be settled by decision of the Court.

4. The deliberation of the Court shall take place as soon as possible after the closure of the oral
hearing in view of the final decision.

[CST RoP Article 27, EPLA RoP 865]

CHAPTER 8 — DECISIONS AND ORDERS

Rule 450 — Decisions

1. Any decision shall contain:

(a) the statement that it is a decision of the Court,

(b) the date of its delivery,

(c) the names of the presiding judge and the judges taking part in it, with an indication of the
judge-rapporteur,

(d) the names of the parties and of the parties' representatives,

(e) an indication of the claim, order or remedy sought by the parties,

(f) a summary of the facts,

(g) the grounds for the decision,

(h) any order of the Court consequential upon the decision (other than costs) including any order
giving immediate effect to an injunction.

2. The Court shall endeavour to give a decision without dissenting opinion.

[Article 34(4) draft Statute] [CST RoP Article 79, EPLA RoP 896, ECJ Statute Articles 36+37]
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Rule 451 — Orders

1. Every order shall contain:

(a) the statement that it is an order of the judge-rapporteur, of the presiding judge, of a President
of the Court or of the Court,

(b) the date of its adoption,

(c) the names of any judge taking part in its adoption,

(d) the names of the parties and of the parties' representatives,

(e) the operative part of the order.

2. Where, in accordance with these Rules, an order must be reasoned, it shall in addition contain:
(a) a statement of the forms of order sought by the parties,

(b) a summary of the facts,

(c) the grounds for the order.

Rule 452 — Binding effect

Decisions and orders of the Court of First Instance shall be binding from the date of their
delivery.

[CST RoP Article 83(1)]

Rule 453 — Rectification of decisions

The Court may, by way of order, of its own motion or on application by a party made within one
month of the service of the decision to be rectified, after hearing the parties, rectify clerical
mistakes, errors in calculation and obvious slips in the decision.

[CST RoP Article 84(1)]
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CHAPTER 9 - DECISION BY DEFAULT

Rule 455 — Decision by default (Court of First Instance)

1. If a defendant on whom a Statement of claim has been duly served fails to lodge a Statement of
defence, the Court of First Instance shall give decision by default.

2. Before giving decision by default, the Court shall consider whether
(a) the Statement of claim is admissible,

(b) the appropriate formalities have been complied with and

(c) the application appears well founded.

3. A decision by default shall be enforceable. The Court may, however,

(a) grant a stay of enforcement until it has given its decision on any Application to set aside the
decision by default under Rule 456, or

(b) make enforcement subject to the provision of security; this security shall be released if no
Application to set aside a decision by default is lodged or if the Application fails.

[CST RoP Article 116(1)(2)(3), EPLA RoP §118]

Rule 456 — Application to set aside a decision by default

1. The defendant may lodge an Application to set aside a decision by default within one month of
the date of service of the decision by default.

2. The Application to set aside a decision by default shall satisfy the requirements of Rule 21. In
addition, it shall mention the date and number of the decision by default. The defendant shall pay
a fee for the Application.

3. The proceedings shall be conducted in accordance with Part 1.

4. The decision of the Court shall be annexed to the decision by default. A note of the decision on
the Application to set aside the decision by default shall be made in the margin of the original of
the decision by default.

[Article 36 draft Statute] [ECJ Statute Article 41, EPLA RoP 8119, CST RoP Article 116(4)-(6)]
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Rule 457 — Decision by default (Court of Appeal)

Rules 455 and 456 shall apply mutatis mutandis where a respondent on whom a Statement of
appeal has been duly served fails to lodge a Statement of response.

CHAPTER 10 - MANIFESTLY INADMISSIBLE ACTIONS

Rule 460 — No need to adjudicate

If the Court finds that an action has become devoid of purpose and that there is no longer any
need to adjudicate on it, it may at any time, of its own motion, after hearing the parties, adopt a
reasoned order.

[CST RoP Article 75]

Rule 461 — Action manifestly bound to fail

Where it is clear that the Court has no jurisdiction to take cognisance of an action or of certain of
the claims therein or where the action is, in whole or in part, manifestly inadmissible or
manifestly lacking any foundation in law, the Court may, without taking further steps in the
proceedings, give a decision by way of reasoned order.

[CST RoP Article 76]

Rule 462 —Orders on no need to adjudicate and on action manifestly bound to fail

1. Orders under Rules 460 and 461 shall be taken by the President of the Court of First Instance
or the President of the Court of Appeal, upon the recommendation of the judge-rapporteur or the
panel to which the case has been assigned or the Registry.

2. Where the decision is taken by the President of the Court of First Instance, it is a final decision

within the meaning of Rule 251(1)(a). The period for lodging a Statement of appeal shall be one
month.
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Rule 463 — Absolute bar to proceeding

The Court may at any time, of its own motion, after hearing the parties, decide whether there
exists any absolute bar to proceeding with an action. If the Court considers that it possesses
sufficient information, it may, without taking further steps in the proceedings, give a decision by
way of reasoned order.

[CST RoP Article 77]

CHAPTER 11 - SETTLEMENT

Rule 470 — Confirmation by the Court of a settlement

1. Where the parties have concluded their case by way of settlement before the Patent mediation
and arbitration centre, they shall inform the judge-rapporteur who shall present to the presiding
judge a report recommending that the panel confirm the settlement by decision of the Court.

2. On request by the parties, the decision of the Court shall set out the terms of the settlement.

3. On request by the parties, the case shall be removed from the Register.

4. The presiding judge shall give a decision as to costs in accordance with the terms of the
settlement or, failing that, at his discretion.

[Article 52 draft Agreement, Directive 2008/52/EC] [CST RoP Article 69]
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